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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
SHERMAN DIVISION

TAJM, LLC d/b/a MIKE LAWS
PERFORMANCE

Plaintiff,
Civil Action No. 4:23-cv-1066-SDJ

v.
JURY TRIAL REQUESTED

SUNSET PERFORMANCE ENGINES,
L.L.C.

Defendant.

PLAINTIFF TAJM’S RESPONSE IN OPPOSITION TO
DEFENDANT’S MOTION FOR SUMMARY JUDGEMENT

Plaintiff TAJM, LLC d/b/a Mike Laws Performance (“Laws Performance” or “Plaintift”)
files this Response to the Motion for Summary Judgement (Dkt. #20) filed by Defendant Sunset

Performance Engines, L.L.C. (“Sunset” or “Defendant”).
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INTRODUCTION

The present dispute arises out of a portfolio of patents directed to racing carburetors. In
particular, the dispute relates to a specific category of racing carburetors known as “Twin Blade”
carburetors invented by Mike Laws, the owner of Plaintiff TAJM, LLC. Twin Blade carburetors
have been built and sold by various companies, including Get’M Garage, LLC and Get’'M
Performance Products, LLC. Twin Blade Carburetors manufactured by these two companies are
known as “Get’M Twin Blade Carburetors” or “Get’M Twin Blades.” The design of the Get’'M
Twin Blade includes interchangeable threaded fuel jet tubes, which are also the subject of this
lawsuit.

It is undisputed that Defendant Sunset Performance Engines, LLC has purchased, used,
offered for sale and sold Get’M Twin Blade Carburetors. It is also undisputed that Defendant
has purchased, used, offered for sale and sold “Get’M” carburetors from both Get’M Garage,
LLC and Get’M Performance Products, LLC.

In its Motion for Summary Judgment, Defendant argues that all Get’M Twin Blade
carburetors sold by Get’M Garage, LLC were licensed by patentee TAJM, LLC, and that there is
no reasonable dispute on this point. As set forth in detail below, Defendant’s Motion failed to
show the existence of any form of express or implied license to Get’M Garage, LLC, and the
available evidence clearly establishes that there was no such license.

Defendant also argues that Plaintiff can identify no evidence that Defendant has
purchased Get’M Twin Blade Carburetors from Get’M Performance Products, LLC. There are
two major problems with this argument. First, the evidence is clear and undisputed that
Defendant publicly advertised Get’M Twin Blade Carburetors from Get’M Performance for sale

to its customers long after the time frame that Defendant claims it had moved away from using
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Get’M Twin Blade Carburetors for performance reasons. In this regard, the evidence submitted
by Defendant raises more questions than it answers.

In addition to the above issues, Defendant has not adequately and properly responded to
Plaintiff’s discovery requests seeking information directly relevant and pertinent to Defendant’s
Motion, as set forth in Plaintiff’s Rule 56(d) Motion for Continuance (Dkt #23). Accordingly,

Plaintiff intends to supplement the present response if its Rule 56(d) Motion is granted.

PLAINTIFF’S RESPONSE TO DEFENDANT’S STATEMENT OF ISSUES:
DEFENDANT’S ISSUE #1: “Whether Sunset ever purchased the accused products from

Get’M Performance [Products, LLC].”

Plaintiff’s Response to Issue #1: Plaintiff TAJM agrees that Issue #1 is relevant to the
claims and defenses of this case, but notes that this very narrow issue is certainly not dispositive
of the present case. The scope of patent infringement set forth in 35 U.S.C. 271 does not include
“purchasing” among the set of infringing activities. 35 U.S.C. 271 provides that “whoever
without authority makes, uses, offers to sell, or sells any patented invention, within the United
States . . . infringes the patent.” (emphasis added) Resolving Defendant’s Issue #1, narrowly
directed to “purchasing,” does not resolve whether Sunset ever used, offered for sale, or sold any
accused products.

Further, through discovery and recent public statements by Defendant, Plaintiff has
reason to believe that between 85-90% of the carburetors bought and sold by Defendant are
secured from a source other than Get’M Performance Products, LLC. Using, offering for sale
and selling products infringing the asserted patents constitutes patent infringement whether or

not the products are sourced from Get’M Performance Products, LLC.
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Finally, the recent public statements by Defendant have revealed to Plaintiff a sizeable
volume of sales, uses, offers for sale and documents relevant to this case that are reasonably
believed to have been withheld from discovery by Defendant. Accordingly, Plaintiff has filed a
Rule 56(d) Motion (Dkt. #23) with this Court seeking the opportunity to complete discovery on
these issues prior to the Court’s ruling on Defendant’s Motion.

DEFENDANT’S ISSUE #2: “Whether products purchased from Get’M Garage [LLC]

were accompanied by licenses to the patents-in-suit.”

Plaintiff’s Response to Issue #2: Plaintiff TAJM agrees that Issue #2 is relevant to the
claims and defenses of this case, but as with Issue #2, this very narrow issue is certainly not
dispositive of the present case. As noted above, “purchasing” is not an infringing activity under
35 U.S.C. 271. The key question in this case is whether Defendant has made, used, offered for
sale or sold products that infringe the asserted patents.

Further, as noted above, it presently appears that the accused products purchased from
Get’M Garage, LLC constituted a very small portion (approximately 50) of the overall volume of
carburetors sold by Defendant over the relevant six-year period (estimated at approximately
2,000). Accordingly, resolution of this question is not dispositive of the case.

Finally, as with Issue #1, it is reasonably likely that documents and other information

relevant to Issue #2 have been withheld by Defendant from discovery.

PLAINTIFF’S RESPONSE TO DEFENDANT’S
STATEMENT OF UNDISPUTED MATERIAL FACTS:

DEFENDANT’S ALLEGATION 1: “Get’M Performance was organized by Trevor Wiggins

under the laws of the Commonwealth of Kentucky on October 23, 2019. (Ex. 1, Declaration of

Trevor Wiggins (“Wiggins Decl.”), 9 9).”
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Plaintiff’s Response to Allegation 1: Undisputed.

DEFENDANT’S ALLEGATION 2: “Get’M Performance has not sold or otherwise provided

twin-blade style carburetors to Sunset. (Wiggins Decl., § 11.) All carburetors sold or otherwise
provided by Get’M Performance to Sunset have been “four-barrel carburetors.” (Id.)”

Plaintiff’s Response to Allegation 2: Disputed. It is not disputed that Sunset used,
offered for sale and sold “Get’M” twin-blade carburetors and fuel jet tubes. As set forth in
Plaintiff’s Rule 56(d) Motion, Defendant has withheld from discovery documents directly
relevant to this allegation. In particular, Plaintiff has withheld documents that would identify the

sources of the carburetors and fuel jet tubes used, offered for sale and sold by Defendants.

DEFENDANT’S ALLEGATION 3: “The four-barrel carburetors sold to Sunset by Get’M

Performance do not include two sets of conjoined venturis or two oval throttle plates, as found in
the twin-blade carburetors sold by Get’M Garage to Sunset. (Wiggins Decl., § 11.)”

Plaintiff’s Response to Allegation 3: Undisputed as to four-barrel carburetors.

DEFENDANT’S ALLEGATION 4: “Get’M Performance has not sold or otherwise provided

threaded fuel jet tubes to Sunset. (Wiggins Decl., § 12.) None of the fuel jet tubes sold or
otherwise provided by Get’M Performance to Sunset include a threaded connection to the
throttle body main body, as required by United States Patent No. 10,036,357 (the “’357 Patent”).
(Id., 9 13.)”

Plaintiff’s Response to Allegation 4: Disputed. As set forth in Plaintiff’s Rule 56(d)
Motion and noted above, Plaintiff has good reason to believe that Defendant has withheld

documents from discovery that are directly relevant to this allegation.



Case 4:23-cv-01066-SDJ  Document 24  Filed 01/07/25 Page 8 of 30 PagelD #: 379

DEFENDANT’S ALLEGATION 5: “By the summer of 2019, Sunset had determined that for

its engines and customers, the twin-blade carburetors from Get’M Garage did not perform as
well as four-barrel carburetors. (Ex. 2, Declaration of Jennifer Jolly (“Jolly Decl.”), 4 7.) This is
why Sunset did not purchase any twin-blade carburetors from Get’M Performance. (Id., § 7.)”
Plaintiff’s Response to Allegation 5: Disputed. As set forth in Plaintiff’s Rule 56(d)
Motion (Dkt #23), it is not disputed that Defendant has withheld from discovery documents
Plaintiff considers directly relevant to this allegation. In particular, Defendant has withheld
documents requested by Plaintiff that would disclose the dynamometer testing performed by
Defendants on its engines and the specifications of the carburetors installed on the engines.
Further, it is known that Defendant continued to build and promote engines incorporating twin-

blade carburetors well after the Summer of 2019.

DEFENDANT’S ALLEGATION 6: “Sunset did not purchase any twin-blade carburetors from

Get’M Performance. (Jolly Decl., 4 7.)”

Plaintiff’s Response to Allegation 6: Disputed. Plaintiff has determined that Sunset
built engines using “Get’M” twin-blade carburetors as late as 2021. As set forth in Plaintiff’s
Rule 56(d) Motion (Dkt #23), Defendant’s inadequate response to discovery renders Plaintiff

unequipped to fully address and respond to this allegation.

DEFENDANT’S ALLEGATION 7: “In 2017, Mr. Laws and Mr. Wiggins organized Get’M

Garage under the laws of the State of Florida. (Wiggins Decl., § 3.)”
Plaintiff’s Response to Allegation 7: Partially disputed. Laws and Wiggins filed
paperwork with the State of Florida to register the entity “Get’M Garage, LLC” in 2017.

Subsequent efforts to fully organize the company were unsuccessful.
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DEFENDANT’S ALLEGATION 8: “Mr. Laws and Mr. Wiggins had equal equity interests in

Get’M Garage from the date of its organization through the date of its dissolution on June 21,
2023. (Wiggins Decl., 9§ 4.)”

Plaintiff’s Response to Allegation 8: Partially disputed. Laws and Wiggins filed
paperwork with the State of Florida to register the entity “Get’M Garage, LLC” in 2017.

Subsequent efforts to fully organize the company were unsuccessful.

DEFENDANT’S ALLEGATION 9: “Mr. Laws contributed certain patents to Get’M Garage,

which were held by Plaintiff TAJM. (Wiggins Decl., § 4). Those patents include United States
Design Patent No. D748,149 (the “’149 Patent”) and the 357 Patent (collectively, the “Laws
Patents™). 1d.”

Plaintiff’s Response to Allegation 9: Disputed. This allegation is directly and
conclusively contravened by the testimony of Mike Laws. (See Declaration of Mike Laws,

Exhibit 1, p. 7, 9 53).

DEFENDANT’S ALLEGATION 10: “In early 2018, Mr. Laws approached Sunset about

purchasing twin-blade carburetors from Get’M Garage. (Ex. 3, 2018 Emails from Get’M Garage
to Sunset (“2018 Emails”) at 1, 4-5.)”
Plaintiff’s Response to Allegation 10: Disputed. The evidence shows that Mr. Wiggins,

not Mr. Laws, approached Defendant. (See Declaration of Mike Laws, Exh. A, p. 4, 4 15).

DEFENDANT’S ALLEGATION 11: “In response to these solicitations from Mr. Laws, Sunset

placed orders for twin- blade carburetors from Get’M Garage in 2018 and 2019. (Ex. 1, Wiggins

Decl., 196, 8.)”
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Plaintiff’s Response to Allegation 11: Disputed in part. As noted above, Mr. Laws did
not approach Sunset. Mr. Wiggins made the sales pitch to Sunset. Sunset did place orders for

twin-blade carburetors in 2018 and 2019. (See Declaration of Mike Laws, Exh. A, p. 4, 9 26).

DEFENDANT’S ALLEGATION 12: “From time to time, Get’M Garage sold twin-blade style

carburetors with threaded fuel jet tubes to Sunset. Those twin-blade style carburetors were
characterized by two sets of conjoined venturis and two corresponding oval throttle plates.
(Wiggins Decl., 9 6.) Those twin- blade style carburetors, e.g., Get’M Garage part number TB-
1600, and threaded fuel jet tubes were designed and manufactured by Get’M Garage. (Id., 9§ 7.)”
Plaintiff’s Response to Allegation 12: Disputed in part. Get’M Garage, LLC sold twin-
blade style carburetors with threaded fuel jet tubes to Sunset. Twin-blade style carburetors and
threaded fuel jet tubes were not designed by Get’M Garage, LLC. They were designed by Mike
Laws prior to the formation of Get’M Garage, LLC. (See Declaration of Mike Laws, Exh. A, p.

8,9 61).

DEFENDANT’S ALLEGATION 13: “During the entire time Get’M Garage sold twin-blade

style carburetors with threaded fuel jet tubes to Sunset, Get’M Garage had authority to make and
sell parts covered by the Laws Patents. (Wiggins Decl., § 8).”

Plaintiff’s Response: Disputed in part. The Florida Circuit Court issued a temporary
order permitting Get’M Garage, LLC to manufacture and sell carburetors and threaded fuel jet
tubes covered by the Asserted Patents during the pendency of the litigation to resolve the

ownership of the Laws Patents. (See Declaration of Mike Laws, Exh. A, p. 8, 9 59).
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DEFENDANT’S ALLEGATION 14: “If any twin-blade carburetors sold by Get’M Garage to

Sunset Performance products were covered by the Laws Patents, then those parts came within a
license from Get’M Garage to the Laws Patents. (Wiggins Decl., § 8).”

Plaintiff’s Response to Allegation 14: Disputed. Neither TAJM, LLC nor Mike Laws
ever granted any license, permission or authority to Get’M Garage, LLC. (See Declaration of
Mike Laws, Exh. A, p. 5, 9 32). The Florida Court issued a temporary preliminary order
granting Get’M Garage, LLC the freedom to make and sell products under the Asserted Patents
while the ownership of the Asserted Patents was being adjudicated, but this was not a “license.”

(See Declaration of Mike Laws, Exh. A, p. 8, 9 59).

DEFENDANT’S ALLEGATION 15: “On November 6, 2018, Judge Bob LeBlanc of Florida’s

9th Circuit Court held that Get’M Garage had been granted a non-exclusive license to the Laws
Patents, and was permitted to continue using them. (Wiggins Decl., § 5, citing Exhibit A, Nov.
[6], 2018 Order.)”

Plaintiff’s Response to Allegation 15: Disputed. Judge LeBlanc’s November 6, 2018
Order was not characterized as a “license” and did not have the legal effect of a license. Judge
LeBlanc’s Order was a temporary preliminary order permitting Get’M Garage, LLC to continue
operating pending resolution of the ownership of the Asserted Patents. (Defendant’s Exhibit 1, p.

5)

DEFENDANT’S ALLEGATION 16: “On July 14, 2021, Mr. Laws posted on Facebook that he

was a 50% owner of Get’M Garage and that he was interested in selling his ownership interest in
Get’M Garage. (Ex. 4, July 7, 2021 Mike Laws Facebook Post.) Mr. Laws explained that
purchasing his 50% ownership in Get’M Garage would make the purchaser a “50% partner with

Trevor Wiggins.” 1d.”
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Plaintiff’s Response to Allegation 16: Undisputed.

DEFENDANT’S ALLEGATION 17: “In a post on the speed-talk.com forum, Mr. Laws

explained that as of July 16, 2020, “Get’[M] Garage currently has permission to manufacture the
patented parts for a period of time to be determined by the Orange County, FL courts very soon.”
(Ex. 5, July 16, 2020 Mike Laws Speed-Talk Forum Post.)”

Plaintiff’s Response to Allegation 17: Undisputed, but the word “permission” refers to
permission from the Florida Court. It did not express any form of permission from TAJM, LLC

or Mike Laws. (See Declaration of Mike Laws, Exh. A, p. 8, 9§ 59).

DEFENDANT’S ALLEGATION 18: “TAJM alleges that infringing fuel jet tubes are found in

a “Get’M Twin Blade Carburetor.” (Ex. 6, TAJM’s Infringement Contentions, United States
Patent No. 10,036,357 (“’357 Patent Contentions”) at 1; see also Ex. 7., TAJM’s P. R. 3-1
Disclosure.)”

Plaintiff’s Response to Allegation 18: Undisputed, but this should not be misinterpreted

to suggest that patented fuel jet tubes are only found in Get’M Twin Blade Carburetors.

DEFENDANT’S ALLEGATION 19: “TAJM alleges that infringing carburetors are those sold

by Get’M Performance. (Ex. 8, TAJM’s Infringement Contentions, United States Patent No.
D748,149 (“°149 Patent Contentions™) at 3.)”

Plaintiff’s Response to Allegation 19: Undisputed, but this should not be misinterpreted
to suggest that carburetors sold by Get’M Performance Products, LLC are the only carburetors

covered by the Asserted Patents.
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PLAINTIFF’S STATEMENT OF UNDISPUTED FACTS:

The following facts are either not in dispute between the parties or are not subject to
reasonable dispute:

1. TAJM, LLC is a limited liability company organized and existing under the laws
of the State of Florida, and maintains its principal place of business at 944 Deltona Blvd. 5421,
Deltona, Florida 32725. (See Declaration of Mike Laws, Exh. A, q 3).

2. The sole member of TAJM, LLC is Mike Laws (“Laws”). (See Declaration of
Mike Laws, Exh. A, § 3).

3. U.S. Patent D748,149 (the "149 Patent") was assigned to TAJM, LLC by means
of an assignment executed July 13, 2015 and recorded with the United States Patent and
Trademark Office on July 21, 2015.(See Declaration of Mike Laws, Exh. A, 9 5).

4. The '149 Patent has been owned exclusively by TAJM, LLC at all times from July
13, 2015 to the present time. (See Declaration of Mike Laws, Exh. A, q 7).

5. U.S. Patent 10,036,357 (the "357 Patent") was assigned to TAJM, LLC by means
of an assignment executed September 23, 2015 and recorded with the United States Patent and
Trademark Office on September 24, 2015. (See Declaration of Mike Laws, Exh. A, § 6).

6. The '357 Patent has been owned exclusively by TAJM, LLC at all times from
September 23, 2015 to the present time. (See Declaration of Mike Laws, Exh. A, § 6).

7. On or about August 9, 2017, Laws and Trevor Wiggins (“Wiggins”) jointly
formed Get'M Garage, LLC. (See Declaration of Mike Laws, Exh. A, 9 12)

8. Despite extended negotiation, Laws and Wiggins never entered into any formal

operating agreement for Get'M Garage, LLC. (Laws Declaration, Exh. A, q 34)

10
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0. Get’M Garage, LLC did not at any time enter into a license agreement with
TAJM, LLC. (Laws Declaration, Exh. A, 4] 34)

10. There was at no time any licensing agreement between TAJM, LLC and Get'M
Garage, LLC providing Get'M Garage, LLC with any license to make, sell, offer for sale
products under the '149 Patent or the '357 Patent. (Laws Declaration, Exh. A, 9 33)

11. On October 3, 2018, Trevor Wiggins sued Mike Laws in Orange County, Florida.
(See Laws Declaration, 9| 45).

12. On November 2, 2018, a hearing was held before Judge LeBlanc on Wiggins’
Motion for Preliminary Injunction. (See Plaintiff’s Exhibit O, Transcript of November 2, 2018
Hearing, p. 8, 11. 23-25; p. 89, 1. 15-25; p. 90, 11. 1-12).

13. During the hearing, Wiggins’ attorney conceded to the Court that “TAJM still has
the patents ...” (See Plaintiff’s Exhibit O, Transcript of November 2, 2018 Hearing, p. 8, 1l. 14-
25).

14. During the same hearing, Trevor Wiggins testified that “Everything that we
produce includes [Mike Laws’s] patent.” (See Plaintiff’s Exhibit O, Transcript of November 2,
2018 Hearing, p. 89, 1. 25 - p. 90, 1. 4).

15. Wiggins was asked, “Can GET'M Garage do business without a license
agreement for those patents?” Wiggins answered, “No, sir.” (See Plaintiff’s Exhibit O,
Transcript of November 2, 2018 Hearing, p. 90, 11. 10-12).

16. Later in the hearing, Wiggins was asked, “But does GET'M Garage, and you may
have testified to this earlier, sell any products that do not contain the defendant's patents?”
Wiggins answered, “No. They all -- every -- every [carburetor] that we sell contained those

patents.” (See Plaintiff’s Exhibit O, Transcript of November 2, 2018 Hearing, p. 158, 11. 9-13).

11
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ARGUMENT AND AUTHORITIES
L. Summary Judgment Standard:

Summary judgment is appropriate only where "...the movant shows that there is no
genuine dispute as to any material fact and the movant is entitled to judgment as a matter of
law." FED. R. C1v. P. 56(a); Celotex v. Catrett, 477 U.S. 317, 322 (1986). The party for summary
judgment bears the entire burden to demonstrate the absence of a genuine issue of material fact.
Nola Spice Designs LLC v Haydel Enterprises Inc, 783 F.3d 527, 536 (5th Cir 2015); see also
Celotex Corp v. Catrett, 477 U.S. 317, 322-23 (1986). Any evidence presented must be viewed
in the light most favorable to the nonmovant. See Anderson v. Liberty Lobby, Inc., 477 U.S. 242,
255 (1986). Thus, a court considering a motion for summary judgment must view “all evidence
in the light most favorable to the non-moving party and draw][] all reasonable inferences in the
non-movant's favor.” Hutcheson v. Dallas Cnty., Tex., 994 F.3d 477, 479 (5th Cir. 2021).

Rule 56 allows a party to move for summary judgment “at any time,” but a grant of
summary judgment is premature and improper where basic discovery has not yet been
completed. See Charles A. Wright, Arthur R. Miller, & Mary Kay Kane, Federal Practice and
Procedure: Civil § 2741 at 412-19 (3d 1998); see also Celotex Corp. v. Catrett, 477 U.S. 317,
322 (1986). In the Fifth Circuit, courts have broad discretion to deny a motion for summary
judgment as premature. See, e.g., Gabarick v. Laurin Mar. (Am.), Inc., 406 Fed. App’x. 883, 890
(5th Cir. 2010); Sunbelt Sav., FSB Dall., Tex. v. Montross, 923 F.2d 353, 358 (5th Cir. 1991).

Rule 56(d) of the Federal Rules of Civil Procedure provides:

If a nonmovant shows by affidavit or declaration that, for specified reasons, it
cannot present facts essential to justify its opposition, the court may:

(1) defer considering the motion or deny it;

(2) allow time to obtain affidavits or declarations or to take discovery; or

12
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(3) issue any other appropriate order.

FED. R. C1v. P. 56(d). The Fifth Circuit has explained that Rule 56(d) is designed to “safeguard
non-moving parties from summary judgment motions that they cannot adequately oppose.” Am.
Family Life Assurance Co. of Columbus v. Biles, 714 F.3d 887, 894 (5th Cir. 2013) (quoting
Raby v. Livingston, 600 F.3d 552, 561 (5th Cir. 2010)); Culwell v. City of Fort Worth, 468 F.3d
868, 871 (5th Cir. 2006). For this reason, the Fifth Circuit has consistently held that Rule 56(d)
motions are “broadly favored” and should be “liberally granted.” See, e.g., Raby, 600 F.3d at
561; see also Culwell, 468 F.3d at 871.

In this case, Plaintiff has filed a Motion for Continuance (Dkt. #23) with this Court
pursuant to Rule 56 asking this Court to delay a ruling on Defendant’s Motion pending an
opportunity for Plaintiff to secure discovery pertinent and relevant to Defendant’s Motion.
Plaintiff intends to supplement its response to Defendant’s arguments after an opportunity to
complete the requested discovery.

I1. Defendant Has Not Met its Burden to Show that it Has an Express License to Any
Patent in the TAJM Portfolio

Plaintiff TAJM has never granted a patent license to Defendant Sunset, nor has Plaintiff
TAJM granted a patent license to Defendant Sunset’s suppliers, Get’M Garage, LLC and Get’M
Performance, LLC. A patent grants its owner the right to exclude others from making, using, or
selling the patented invention. 35 U.S.C. § 154 (1988). All or part of the patent owner’s right to
exclude may be waived by granting a license, which may be an express license or an implied
license. Carborundum v. Molten Metal Equip. Innovations, 72 F.3d 872, 878 (Fed. Cir. 1995).
Thus, the existence of a license from the patentee is an affirmative defense to a claim of patent
infringement. See Carborundum Co. v. Molten Metal Equip. Innovations, Inc., 72 F.3d 872, 878

(Fed. Cir. 1995). The party asserting the existence of a license from the patentee as an

13
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affirmative defense bears the burden of proof as to the existence of a license. Met-Coil Systems
Corp. v. Korners Unlimited, Inc., 803 F.2d 684, 687 (Fed. Cir. 1986).

In the present case, Defendant has presented no evidence of the existence of any written
license to any Get’M entity from TAJM. Defendant has presented no written license because no
such license exists. The question of an express license agreement from TAJM to Get’M Garage
has already been considered and adjudicated by a prior Court. In the prior state court litigation,
the court issued a Final Judgment on May 12, 2023. The court’s Final Judgment read as follows:

C. No operating agreement existed between the parties. Because no operating agreement

was ever signed, there was no formalized understanding of the parties' capital

contributions, nor was there any agreement whatsoever related to the use and/or licensing
of the aforesaid patented products by Get'M Garage.
(Final Judgment, Defendant’s Exhibit 11). Accordingly, Get’M Garage, LLC was not operating
under an express license from TAJM, LLC or “any agreement whatsoever” when it sold Get’M
Twin Blades to Defendant Sunset.

Certain portions of Defendant’s argument appear to suggest that the November, 2018
order was some form of “license,” but this is legally untenable for two reasons. First, patentee
TAJM, LLC was not a party to the Florida litigation. Second, federal district courts have
exclusive subject matter jurisdiction over patent disputes. Thus, Sunset has not shown—and
cannot show—that the Florida state court had the necessary subject matter jurisdiction to provide

a license to Get’M Garage, LLC to infringe by selling the patented inventions.

III.  Defendant Sunset has Not Met its Burden to Show it has An Implied License to any
Patent in the TAJM Portfolio

As noted above, the question of the existence of a written license from TAJM to Get’M
Garage has already been addressed and adjudicated in prior litigation. After reviewing the

evidence, the Florida Court issued a final judgment that no such license existed. Even where an

14



Case 4:23-cv-01066-SDJ  Document 24  Filed 01/07/25 Page 18 of 30 PagelD #: 389

express license does not exist, however, courts have occasionally found that an accused infringer
was operating under an “implied license.” It should be noted that Defendant has not argued,
much less shown, that Sunset enjoys the benefit of an implied license, but Plaintiff addresses this
question for the benefit of the Court.

Implied license is a defense that derives from principles of legal estoppel. See, e.g.,
Cheetah Omni LLC v. AT&T Servs., Inc., 949 F.3d 691, 695-96 (Fed. Cir. 2020). The existence
or absence of an implied license is a question of law. See, e.g., Wang Labs., Inc. v. Mitsubishi
Elecs. Am., Inc., 103 F.3d 1571, 1578, 1580 (Fed. Cir. 1997); Met-Coil Systems Corp. v. Korners
Unlimited, 803 F.2d 684, 687 (Fed. Cir. 1986). The burden of proving that an implied license
exists is on the party asserting an implied license as a defense to infringement. Augustine Med.,
Inc. v. Progressive Dynamics, Inc., 194 F.3d 1367, 1370 (Fed. Cir. 1999).

According to the Federal Circuit, “[a] patentee grants an implied license to a purchaser
when (1) the patentee sells an article that has no noninfringing uses and (2) the circumstances of
the sale plainly indicate that the grant of a license should be inferred.” Anton/Bauer, Inc. v. PAG,
Ltd., 329 F.3d 1343, 1350 (Fed. Cir. 2003). The existence and extent of an implied license
depends on the facts of each case. Carborundum v. Molten Metal Equip. Innovations, 72 F.3d
872, 878 (Fed. Cir. 1995).

The Federal Circuit has endorsed a five-part test for determining whether a patentee
impliedly licensed an invention to an accused infringer:

(1) There was an existing relationship between the patentee and infringer;

(2) within that relationship the patentee transferred a right to use the patented
invention to the infringer;

(3) the right was transferred for valuable consideration;

(4) the patentee has now denied the existence of the right; and
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(5) the patentee's statements and conduct created the impression that it consented
to the accused infringer making, using, or selling the patented invention.

Mass Engineered Design, Inc. v. Ergotron, Inc., 633 F.Supp.2d 361, 388 (E.D. Tex. 2009); Wang
Labs., Inc. v. Mitsubishi Elec. Am., Inc., 103 F.3d 1571, 1579 (Fed.Cir.1997). As set forth
below, Defendant has not shown that the above elements are met in the present case. In
particular, it is clear that:

1. Get’M Garage, LLC never received any patent rights from TAJM, LLC;

2. TAJM, LLC never received any royalties or other valuable consideration from TAJM,
LLC; and

3. Mike Laws expressly notified Defendant Sunset that the Get’M Twin Blade
Carburetors were not licensed by the patentee.

These points are addressed separately below.

A. Defendant Has Not Shown that TAJM or Mike Laws Ever Transferred Any Patents
or Patent Rights to Get’M Garage, LL.C or to Defendant Sunset

Any implied license claimed by Defendant Sunset would depend on Get’M Garage, LLC
having an implied license. Contrary to Defendant’s assertion that TAJM and/or Mike Laws
“contributed” the Laws Patents to Get’M Garage, LLC, the evidence is clear that neither party
contributed the Laws Patents or any rights thereunder to Get’M Garage, LLC, even temporarily.

Any transfer or license of rights would necessarily have come from TAJM, LLC, as it
was the sole owner of the Laws Patents. (See Exhibit 1, Declaration of Mike Laws (“Laws
Decl.”), 99 4-9). The evidence further shows that Mr. Laws never suggested, offered or agreed
to transfer any of the Laws Patents to Get’M Garage, LLC. (See Laws Decl., 49 29-31). Mr.
Laws never agreed to the terms of any license under the Laws Patents from TAJM, LLC to
Get’M Garage, LLC, and Get’M Garage, LLC never operated under any license of any type

whatsoever from TAJM, LLC under any of the Laws Patents. (See Laws Decl., 9 32-34). This
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absence of a transfer of rights is fatal to any suggestion or finding that Get’M Garage, LLC
operated under an implied license from TAJM, LLC.

There has been no argument or even suggestion by Defendant that TAJM, LLC ever
transferred or licensed any patent rights to Defendant Sunset, and the lack of any such transfer is
not believed to be in dispute.

B. There Was No Valuable Consideration Delivered to TAJM or Mike Laws in
Exchange for Any Patent Rights

In order to make out a case for an implied license under the Laws Patents, Defendant
would have a burden to show that TAJM or Mike Laws received some valuable consideration in
exchange for the use of the Laws Patents. See, e.g., Mass Engineered Design, Inc. v. Ergotron,
Inc., 633 F.Supp.2d 361, 388 (E.D. Tex. 2009). Neither TAJM nor Mike Laws ever received any
royalties or other valuable consideration from Get’M Garage, LLC in regard to the Laws Patents.
(See Laws Decl., 4 35.) The absence of any valuable consideration is yet another reason that
there is no basis for a finding of an implied license from TAJM, LLC to Get’M Garage, LLC.

C. Mike Laws Expressly Communicated to Get’M Garage, LLC and Defendant Sunset
that TAJM Did Not Consent to Get’M Garage, LLLC Making, Using, or Selling the
Patented Inventions
Mike Laws did not allow ongoing manufacturing, usage, offers of sales and sales of

Get’M Twin Blade Carburetors with apparent consent. The evidence indicates that Mr. Laws
was clear and outspoken on this question. When Mike Laws initially agreed to participate in
Get’M Garage, LLC, he understood, based on his communications with Trevor Wiggins, that the
company would ultimately be entering into a patent license agreement with TAJM, LLC. (See

Laws Decl., Exh. A, 4 32). Get’M Garage, LLC never entered into any patent license agreement

with TAJM, LLC. (See Laws Decl., 19 33-34).
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Defendant Sunset was aware that the Get’M Twin Blade carburetors were covered by the
Laws Patents at least as early as May 7, 2018. (See Laws Decl., Plaintiff’s Exhibit A, 9 16).
Defendant Sunset was made aware that Get’M Garage, LLC did not have a license to
manufacture and sell twin blade carburetors under the Laws Patents no later than September 28,
2018, when Mike Laws called Joe Jolly personally to inform him of these facts. (See Laws Decl.,
Exh. A, 99 37-44). Accordingly, Mr. Laws’ express disclaimer of license or permission to
Get’M Garage, LLC defeats any finding of an implied license under the Laws Patents.

IVv. Defendant’s Denial of Twin Blade Carburetor Sales After the Summer of 2019 is
Directly Contravened by Publicly-Available Evidence

In regard to purchases and sales of “Get’M” Twin Blade carburetors sourced from Get’M
Performance Products, LL.C, Defendant sets forth the claim that Defendant moved away from the
use of Get’M Twin Blade carburetors in the Summer of 2019 owing to inadequate power output.
In this regard, it bears noting that the types and quantities of carburetors purchased and sold by
Defendant Sunset are the subject of discovery disputes between the parties, as set forth in
Plaintiff’s Rule 56(d) Motion (Dkt. #23). In particular, Defendant has refused to produce the
documentation relating to the dynamometer testing on their engines. Further, Plaintiff has
produced documentation identifying only approximately 220 of the estimated 2,000 carburetors
purchased and sold by Defendant during the relevant period.

It is not in dispute that Defendant published an advertisement on their Facebook account
on March 18, 2020 inviting customers to purchase Get’M Twin Blades sourced from “Get’M
Performance.” The advertisement read as follows:

Another round of GET’M 4 barrels and twin blades just delivered today. We have

done some very extensive testing with these over the winter and could not be

happier with the results on and off the track! Thanks to GET’M Performance and

all the customers who have tested and shared the on track results with us. Give us
a call to get yours today!
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(Defendant’s Exhibit 12) Sunset does not deny publishing the advertisement. Sunset claims,
however, that Sunset’s own advertisement was false.

As a general matter, Sunset’s Motion relies heavily on representations made in Exhibits
#1 and #2, the Declarations of Trevor Wiggins (“Wiggins Declaration”) and Jennifer Jolly
(“Jolly Declaration). The Jolly Declaration relates primarily to the above-referenced
advertisement on Sunset’s Facebook page offering Get’M Performance Twin Blade carburetors
for sale and to the business decisions made by Sunset in regard to Twin Blade carburetors. In
connection with the advertisement, the Jolly Declaration provides as follows:

5. The FB post includes a single twin-blade carburetor, which is located in the
bottom righthand corner of the sign. Contrary to the statement in the FB Post, the
twin blade carburetor was not "just delivered today." The twin-blade carburetor
had been previously purchased from Get'M Garage, LLC ("Get'M Garage") and
remained in Sunset's inventory. The four barrel carburetors shown in the FB Post
had been purchased from Get'M Performance Products LLC ("Get'M
Performance") and delivered to Sunset on or about the date of the FB Post.!

Ms. Jolly’s testimony in this regard directly contradicts the clear and unambiguous statements
made in Sunset’s Facebook advertisement, which communicate to the public that Sunset was
offering to sell Twin Blade carburetors sourced from Get’M Performance to customers at the
time of the post. Mrs. Jolly has not explained why Sunset provided false information to its own
customers, or who was involved in the decision to publish a false advertisement. In sum, the
Jolly Declaration raises more questions than it answers. For this reason, Plaintiff will need to

depose Mrs. Jolly in order to fully respond to these allegations set forth in the Jolly Declaration.

! Jolly Declaration, Defendant’s Exhibit 1, 9 5.
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The Jolly Declaration also relates to Sunset’s business decisions in regard to the use of

Get’M Twin Blade carburetors on its engines. In this regard, the Jolly Declaration provides as

follows:

7. By the summer of 2019, Sunset had determined that for its engines and
customers, the twin-blade carburetors from Get'M Garage did not perform as well
as four barrel carburetors. This is why Sunset did not purchase any twin-blade
barrel carburetors from Get'M Performance. Sunset would have nonetheless sold
the used Get'M Garage twin-blade carburetor in its inventory to a Sunset customer
requesting that part. The Get'M Garage twin-blade carburetor was included in the
FB Post to advertise the Get'M Garage twin-blade carburetor for sale.?

As set forth below, the above statements by Ms. Jolly are in direct conflict with public statements

and other actions by Sunset well after the Summer of 2019. From Sunset’s own public

statements, it is fairly clear that Sunset was using, offering to sell, selling and actively promoting

Get’M Twin Blade carburetors to customers long after the Summer of 2019.

As an initial matter, it bears noting that Sunset had been promoting Get’M Twin Blade

carburetors to its customers for years as an effective means to gain additional horsepower.

Examples of such promotions include, but are not limited to, the following posts on Sunset’s

Facebook page:

Overview

Sunset Performance
Engines LLC
July 3,2018-Q

Comments

Here's the last pull on a sweet sounding little 434 cube
Small Block for Robert Hart making 844 horses. It has a
GET'M Garage billet twin blade carb on top with
Edelbrock Victor heads and manifold. Thanks for
choosing Sunset Performance Robert!!

TAIMO0001226

2 Jolly Declaration, Defendant’s Exhibit 2, q 7.
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: . Sunset Performance .
Engines LLC
July 11,2018 - Q

Overview Comments

Here is the last pull on a sweet sounding 674 cubic inch
Lil Bigman 2 freshen up. 5" bore space Brodix PB5000
block and head castings with our in house CNC
porting. Also a new set of GET'M Garage tunnel ram
TB1600 twin blade carbs sitting on top. This one makes
over 1050 Ib ft of torque and over 1450 horsepower.
See less

TAIJMO0001230
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Sunset Performance
Engines LLC
April 20,2019 - Q

3

Overview Comments

Document 24

Following LD

Here's the final pull on Chad Riley’s brand new 674
cubic inch 5" bore space engine. It features a Brodix
block and PB5000 head castings CNC ported in house.
A Callies Billet 4.750 stroke crank, Carrillo Rods, CP
pistons, Dailey Oil Pump,T&D Rockers and a pair of
GET'M Garage Twin Blade TB1600 carbs making over

1500 horsepowerl!!
#sunsetperformanceengines
#GETMgarage

#gogetm

#brodix
#callies_performance

#williams_performance_products

#tdmachineproducts
#cp_carrillo
See less

TAIMO0001277
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& sunsetperformanceengines « Follow

P sunsetperformanceengines Last pull on what
2363 horsepower sounds like! 540 cubic inches
with F1X-12 procharger and GET'M Garage
TB1600 blow thru twin blade carb.
#sunsetperformanceengines
#gogetm
#getmgarage
#blowthru
#procharger
#brodix
#callies_performance
#aeromotivefuelsvstems

Qv A

1,313 views

December 22, 2018

@ Add a comment,
TAIMO0001249

@ Sunset Performance . -
Engines LLC

June 6,2019-Q

Overview Comments

Aly Clark’s new 582 Head Hunter bullet on the dyno
today. This one has a GET'M TB1600 carb and gets a
new twin blade|#1 Stop throttle stop.

TAIMO0001285

Thus, at least as late as June of 2019, Sunset was actively and enthusiastically promoting Get’M

Twin Blade carburetors to customers as a performance enhancement.

Jolly’s Declaration further states—or at least suggests—that Sunset made a business

decision to stop using Get’M Twin Blade carburetors in the Summer of 2019, but the evidence

shows that Sunset continued to publicly promote Get’M Twin Blade carburetors as a means of
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delivering enhanced power well after the Summer of 2019. In particular, Sunset’s own Facebook
page continued to promote and sell Get’M Twin Blade carburetors to its customers well after the
Summer of 2019.

In December of 2019, Sunset launched an entirely new engine model, designated “SPE-
SR16,” which incorporated a Get’M TB1600 Twin Blade carburetor. Both Sunset and Get’M
promoted this new engine model at a joint trade show booth and on their social media pages on

December 12, 2019, as shown by the following post on Sunset’s Facebook page:

\ Sunset Performance Engines LLC
December 12,2019 - Q

Be sure to stop by the GET'M Garage booth #7085 at PRI Show and
check out the all new SPE-SR16!!! 615 cid low deck with some Slick
Rick Racing Heads making over 1280 HP with one GET'M TB1600
carburetor in a super lightweight package.

#pri2019

#sunsetperformanceengines

#goGETM

GET'M Garage
=~ December 12,2019 -Q

Come check out the new Sunset Performance Engines LLC SR16
motor featuring a Twin Blade 1600 CFM carburetor on display in
the GET'M Garage Booth #7085. #PRI2019

#MoreHorsepower #MoreConsistency
#GETMgarage

TAIJMO0001310
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This evidence directly refutes Ms. Jolly’s claim that Sunset decided to move away from Get’M
Twin Blade carburetors in the Summer of 2019. At the very least, it creates an issue of fact that
precludes summary judgment.
In 2020 and 2021, well after Sunset claims to have abandoned the use of Get’M Twin

Blade carburetors owing to alleged inadequate performance, Sunset continued to build, sell and
promote engines incorporating Get’M Twin Blade carburetors. Included below are exemplary
social media posts from November 4, 2020 and April 18, 2021, respectively:

&: o m &

November 4, 2020 - Q April 18,2021 -Q

Overview Comments

Overview Comments

Mike Morlen’s new 565 with a TBS 8-71, 8 pounds of

Here's a really cool build we just finished up. 500"
Cadillac engine with 8-71 on it and some twin blade
GET'M carbs. Definitely NOT your Grandma'’s Cadillac

boost,GET'M twin blade 1600 on methanol making
1373 hp and 1081 ft Ibs on the dyno. Very nice running
engine on a mild tune making lots of power. Thank you

to the Morlen family for trusting SPE for all your
horsepower needs!
See less

for sure!

TAIMO0001349 TAIMO0001353

In sum, Jolly’s testimony in regard to the performance of the Get’M Twin Blade
carburetors and her claim that, “[b]y the summer of 2019, Sunset had determined that for its
engines and customers, the twin-blade carburetors from Get'M Garage did not perform as well as
four barrel carburetors” are refuted by Sunset’s activities and public statements made well before
and well after the Summer of 2019.

Jolly’s testimony is also contravened by the testimony of John Kyle. Mr. Kyle is the
Owner of Advanced Product Design, one of the top racing carburetor manufacturers in the world.
(See Exhibit B, Declaration of John Kyle “Kyle Decl.”, 4 2-7). Mr. Kyle’s company produces
both four-barrel and twin-blade carburetors. (See Exh. B, Kyle Decl., 9 5-7). Mr. Kyle has
personally tested Get’M Twin Blade carburetors and Get’M four barrel carburetors on his

dynamometer. (Exh B, Kyle Decl., 9 28-31). In the course of Mr. Kyle’s dynamometer testing,
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Get’M Twin Blade Carburetors have consistently outperformed Get’M four-barrel carburetors.
(Exh. B, Kyle Decl., paras, 28-31).

As shown above, Mrs. Jolly’s testimony is directly contravened by Defendant’s own
activities and the testimony of Mr. Kyle. Plaintiff has not yet deposed Mrs. Jolly. Prior to
responding to the pending Motion, which relies heavily on the Jolly Declaration, it will be
necessary to depose Ms. Jolly in order to further investigate the circumstances surrounding the
advertisement and the reasons why it was made. Plaintiff also requires supplementation of
document discovery in regard to any written communications relating to Sunset’s false
advertisement. Also relevant to the Jolly Declaration is the document discovery related to
dynamometer testing that Sunset claims to rely on in regard to business decisions on Get’M
Twin Blade carburetors.

V. Based on Publicly-Available Evidence, it Appears that Sunset Has Withheld
Sizeable Volumes of Relevant Evidence from Discovery

Sunset’s Motion for Summary Judgment relies heavily on Trevor Wiggins’ testimony.
Wiggins claims that Get'M Performance Products, LLC has not sold any of the accused products
to Defendant, but there appear to be significant discrepancies between Wiggins’ testimony and
public statements made by Joe Jolly of Sunset Performance. Based on a review of Exhibit B, it
appears that the total number of carburetor products listed in Exhibit B is approximately 170.

It is apparent that the approximately 170 carburetors specifically identified by Defendant
is a fraction of the carburetors purchased and sold by Defendant. Public statements by Joe Jolly,
owner and President of Sunset Performance Products, LLC, indicate that Sunset sells

approximately 250 engines each year. On or about September 28, 2024, Jolly participated in a
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video interview with Engine Builder Magazine® to showcase Sunset Performance Engines and its
capabilities. As part of that presentation, Jolly stated:

Q: “How many heads do you guys get through in a...”

Jolly: “Oh, gosh, well, it'd be if we're doing 200, 250 engines now, we used to do
more, but the engines have gotten so much more complicated and take more time
that we're probably down to 2 to 250 a year now.”*

A fuel delivery system is obviously an integral component of an engine. According to Sunset's
website,” every engine offered by Defendant is a carbureted engine. According to Defendant’s
website, every engine offered and sold by Sunset incorporates either one carburetor or two
carburetors. The specifications for each engine identify the carburetor(s) as “SPE/GET'M
Performance.”

Wiggins’ public statements as to the sales volume align with the testimony of John Kyle.
Mr. Kyle was the primary carburetor vendor to Defendant Sunset prior to Sunset’s relationship
with Get’M Garage. (See Exh. B, Kyle Decl., 49 13-15). As of 2018, the volume of Sunset’s
purchase of carburetors was ramping toward 150 carburetors per year. (See Exh. B, Kyle Decl.,
99 13-15). This aligns with the number of engines referenced in Joe Jolly’s public statements.

Accordingly, an accurate summary of carburetors made or supplied to Sunset should
include at least 200-250 carburetors per year. Over the course of the six-year period from 2018
through 2024, the list of carburetors provided to Sunset should be in the range of 1,500
carburetors, not the approximately 170 identified in Exhibit B to Defendant’s Motion. In light of

the above discrepancies, it will be necessary to depose Mr. Wiggins in order to resolve the clear

* Engine Builder video, https:/ /www.voutube.com/watch?v=MPPs311eA9A
* Engine Builder video, at 5:49.
5 Sunset Performance Products website, http://sunsetperformanceengines.com/engines.cfm
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discrepancy between the sparse quantity of carburetors included in Defendant’s Exhibit B and

the public statements by Joe Jolly.

CONCLUSION

In its Motion for Summary Judgment, Defendant argues that all carburetors sold by
Get’M Garage, LLC were licensed by TAJM, LLC, and that there is no reasonable dispute on
this point. As set forth above, Defendant has failed to show the existence of any form of license,
and the available evidence clearly establishes that there was no such license.

Defendant also argues that Plaintiff can identify no evidence that it has sold Get’M Twin
Blade Carburetors sourced from Get’M Performance Products, LLC. There are two major
problems with this argument. First, the evidence is clear and undisputed that Defendant publicly
advertised Get’M Twin Blade Carburetors from Get’M Performance for sale to its customers
long after the Summer 2019 time frame that Defendant claims it had moved away from Get’M
Twin Blade Carburetors for performance reasons. In this regard, the Declaration of Jennifer
Jolly raises more questions than it answers.

In addition to the above, Defendant has not adequately responded to Plaintiff’s discovery
requests seeking information directly relevant and pertinent to Defendant’s Motion, as set forth
in Plaintiff’s Rule 56(d) Motion for Continuance.

For the above reasons, Defendant’s Motion should be denied as to both issues.

Dated: January 7, 2025 Respectfully submitted,
/s/ Kenneth T. Emanuelson
Kenneth T. Emanuelson
Texas State Bar No. 24012591
THE EMANUELSON FIRM, P.C.
17304 Preston Road, Suite 800
Dallas, Texas 75252

Phone: 469-363-5808
Ken@Emanuelson.us
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ATTORNEY FOR PLAINTIFF TAJM, LLC
d/b/a MIKE LAWS PERFORMANCE

CERTIFICATE OF SERVICE

I hereby certify that on January 7, 2025, all counsel of record who are deemed to have
consented to electronic service are being served with a copy of this document via the Court’s

CM/ECEF system or electronic mail.

/s/ Kenneth Thomas Emanuelson
Kenneth Thomas Emanuelson
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