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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

STERLING PROTECTIVE SERVICES, §
INC. 8
8
Plaintiff, 8 Civil Action No. 3:11-cv-02199
8
V. 8
8
ASEZ, INC. d/b/a STERLING 8§
SECURITY, et al. 8§
8
Defendants. 8 JURY TRIAL REQUESTED

PLAINTIFF’'S REPLY BRIEF TO DEFENDANT ASEZ, INC.’S RESPONSE
IN OPPOSITION TO PLAINTIFF’'S APPLICATION
FOR TEMPORARY RESTRAINING ORDER

TO THE HONORABLE COURT:

COMES NOW Plaintiff Sterling Protective Services, Inc. (“Sterling”) and hereby submits
its Reply Brief to Defendant Asez, Inc.’s Response in Opposition to Plaintiff’s Application for
Temporary Restraining Order to this Honorable Court and, in support of same, submits the
following:

l. INTRODUCTION

1. By Order, dated September 16, 2011, this Court requested expedited briefing on
Plaintiff Sterling’s Motion for a Temporary Restraining Order and Injunction. Defendant filed
its Response on September 26, 2011 and therein asserts that Plaintiff Sterling is unlikely to
prevail on the merits because (a) Plaintiff Sterling’s claims are barred by laches and
acquiescence, (b) the strength and validity of Plaintiff Sterling’s marks are questionable, and (c)
confusion is de minimis and unlikely. Defendant’s response also asserts that there is no

substantial threat of irreparable harm, that its harm outweighs Plaintiff Sterling’s harm, and that
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the public interest would be disserved. Defendant’s assertions fail for the reasons set forth
below.

2. Additionally, Defendant’s Response only addresses Plaintiff’s Request for a
Temporary Restraining Order despite the Parties’ agreement and Court Order that Plaintiff’s
Request for a Temporary Injunction is also at issue. Defendant claims in its Response that it is
not feasible to respond to Plaintiff’s Request for a Temporary Injunction. While a temporary
restraining order and temporary injunction contain similar elements, Defendant’s failure to brief
the issue of injunctive relief constitutes waiver of the relief. See, e.g., Procter & Gamble Co. v.
Amway Corp., 376 F.3d 496, 499 & n. 1 (5th Cir. 2004).

1. REPLY TO CLAIMS MADE IN DEFENDANT’S RESPONSE
A. Plaintiff’s Claims are Not Barred by Laches and Acquiescence.

3. Current Fifth Circuit jurisprudence permits the application of the common law
“laches” defense only upon a finding by the court that: 1) the plaintiff delayed in asserting its
trademark rights, 2) the delay was unexcused, and 3) the defendant was unduly prejudiced by the
delay. Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658, 668 (5th Cir. 2000); Mary
Kay, Inc. v. Weber, 601 F. Supp. 2d 839, 859 (N.D. Tex. 2009). Only upon the finding by this
Court that all three elements of the “laches” defense have been met, can this Court bar Plaintiff
Sterling’s claims. Acquiescence involves the plaintiff's implicit or explicit assurances to the
defendant which induces reliance by the defendant. Conan Props., Inc. v. Conans Pizza, Inc.,
752 F.2d 145, 153 (5th Cir. 1985). Although separate defenses, estoppel by laches, estoppel by
acquiescence, and equitable estoppel are certainly interrelated. H.G. Shopping Centers, L.P. v.

Birney, 2000 WL 33538621, *5 (S.D. Tex. Nov. 29, 2000).
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Q) Plaintiff Sterling Did Not Delay in Asserting its Trademark Rights.

4, Except in cases where the statutes of limitation are applied, there is no standard
for determining “laches” other than that of the reasonableness of the delay. Prescott-Phoenix Oil
& Gas Co. v. Gilliland Qil Co., 241 S\W. 775 (Tex. Civ. App. Amarillo 1922). Notably, the
Lanham Act does not contain a statute of limitations. Mary Kay, Inc. v. Weber, 601 F.Supp.2d
839, 859 (N.D. Tex. 2009). Reasonableness of time varies with the nature of the proceeding and
the subject matter involved. Ferrari v. Bauerle, 519 S.\W.2d 144 (Tex. Civ. App. Austin 1975),
writ refused n.r.e., (May 14, 1975). The period of delay is measured from the date that the
plaintiff obtained actual or constructive knowledge of the allegedly infringing use. American
Rice, Inc. v. Producers Rice Mill, Inc., 518 F.3d 321, 334 (5th Cir.2 008); Elvis Presley Enters. v.
Capece, 141 F.3d 188, 205 (5th Cir. 1998). For example, the Fifth Circuit, in Weschester Media
v. PRL USA Holdings, Inc., denied application of “laches” where, despite the plaintiff’s
knowledge in 1975 of a magazine using the same name as the plaintiff, the plaintiff did not file
its objections to the defendant-magazine’s trademark infringement until 1997 because it did not
learn of the alleged infringement until that time. 214 F.3d 658, 668 (5th Cir. 2000); see also,
Mary Kay, Inc., 601 F.Supp.2d at 859 (3 years is not an inexcusable delay).

5. While Plaintiff Sterling may have known about the mere existence of Defendant
in the San Antonio area as early as 2003, it was not until this year that Plaintiff Sterling gained
actual or constructive knowledge of Defendant’s infringing use. See Plaintiff’s Brief in Supp. of
App. for TRO and Inj. 1f 15-16. Even today, Defendant’s publicly available registrations, bids
and contracts are under the name “Asez, Inc.” See App. 61-75, examples of Defendant’s
publicly available registrations, bids and contracts. For example, Defendant is listed as “Asez,

Inc.” on the State of Texas’ Centralized Master Bidders List (App. 61) as well as on the City of
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San Antonio’s list of vendors. Therefore, Plaintiff Sterling had no way of knowing of
Defendant’s infringing activities until this year. As such, Plaintiff Sterling is well within any
applicable period of excusable delay previously permitted by this Court and the Fifth Circuit.
While the exact date of actual or constructive knowledge imputed to Plaintiff Sterling is a
disputed question of fact between the parties, that date is irrelevant to this Court’s application of
the “laches” defense. See American Rice, Inc., 518 F.3d at 334.

6. Moreover, Defendant’s claim that the Bureau’s posting of online records,
available to the public, of all licensees and their employees, provided “scores of opportunities to
be constantly reminded of [Defendant’s] existence” is misguided. The Bureau does not place the
burden upon valid license holders to continually search the records for potential infringers. In
fact, to the contrary, the Bureau actually places this burden on new applicants for licenses when
registering their company names, thereby leading to the opposite conclusion that it was actually
Defendant who failed to follow proper Bureau protocol. See
http://www.txdps.state.tx.us/psb/docs/InstrForOrigCoLicAppl.pdf, pg. 4 (*To ensure you are not
utilizing another companies name please visit PSB website:
www.txdps.state.tx.us/psb/company/company_search.aspx.”).

(i)  Any Possible Delay Was Excused.

7. Upon Plaintiff Sterling’s knowledge of the initial events of Defendant’s infringing
activities transpiring in 2011, Plaintiff Sterling immediately notified Defendant and was forced
to file its Complaint and Application for TRO and Injunction with this Court when Defendant
chose to ignore Plaintiff Sterling. The time between when Plaintiff Sterling learned of
Defendant’s infringing activities, notified Defendant and then filed suit falls well within the

period for excusable delay as held by several courts. See Elvis Presley, 141 F.3d at 205 (“We do
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not find that eight months was an inexcusable delay.”); Gruma Corp. v. Mexican Restaurants,

Inc., 2010 WL 5390139, *6 (E.D. Tex. Dec. 2, 2010) (time period of nine to ten months

excusable); Source, Inc. v. SourceOne, Inc., 2006 WL 2381594, *8 (N.D. Tex. Aug. 16, 2006)
(“a five month delay does not amount to an inexcusable delay”).

(ii)  Defendant is in No Way Prejudiced by Any Possible Delay.

8. As previously discussed, Plaintiff Sterling has not sat on its rights and unduly
delayed this matter. Even so, delay without resulting injury to defendant is not sufficient to
prevent relief for infringement. Costello v. United States, 365 U.S. 265, 282 (1961); Westchester
Media v. PRL USA Holdings, Inc., 214 F.3d 658, 668 (5th Cir. 2000). As discussed below
regarding the balancing of the hardship to the parties, Defendant has not and will not suffer any
prejudice or injury.

(iv)  Even if this Court Finds Either Defense Applicable, this Court Should Still
Permit Injunctive Relief for Areas Outside of San Antonio.

9. The defense of “laches” and acquiescence does not constitute an eternal
abandonment statewide on Plaintiff Sterling’s registered and common law trademark. Conan
Props., Inc., 752 F.2d at 151-53. Moreover, a finding of laches alone does not necessarily bar a
plaintiff’s request for injunctive relief. 1d. at 152. This is because courts construe a plaintiff’s
unreasonable delay to imply consent to the defendant’s conduct, which amounts to nothing more
than a revocable license. Therefore, the license is revoked once the plaintiff objects to the
defendant’s infringement. Menendez v. Holt; 128 U.S. 514, 524 (1888); Conan Props., Inc., 752
F.2d at 152. While Plaintiff Sterling may have had some knowledge of Defendant’s existence in
2003 in the San Antonio area, it was not until the events that transpired in 2011, including a
recent example of actual confusion at a pre-bid meeting in Galveston, that Plaintiff Sterling

learned of Defendant’s infringing activities and its encroachments into other areas already
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occupied by Plaintiff Sterling. Any unreasonable delay on the part of Plaintiff Sterling, which
Plaintiff Sterling certainly does not concede, should only preclude relief in San Antonio.
B. Plaintiff’s Claim of “Sterling” is Strong and Valid.

10. Plaintiff Sterling was formed in 1988 and began providing security services in the
State of Texas shortly thereafter. See Plaintiff’s Brief in Supp. of App. for TRO and Inj. {1 1-2.
Since formation, Plaintiff has used STERLING and STERLING PROTECTIVE as integral
components of its name and mark to identify its security services. Id. Plaintiff Sterling also
holds two trademarks registered with the State of Texas: STERLING PROTECTIVE (Reg. No.
5504217), registered since October 24, 1995, and SPS (Reg. No. 5497917), registered since
October 23, 1995. Id. As a result and after many years of doing business throughout Texas, in
addition to being known as “Sterling Protective” or “SPS”, Plaintiff Sterling is known as
“Sterling.” 1d. Therefore, Defendant’s claims that Plaintiff Sterling use of the name “Sterling”
alone is a litigation inspired reach is inaccurate.

11. Defendant also claims that Plaintiff Sterling’s mark is weakened because there are
other entities licensed as “Sterling.” However, a review of the current companies registered with
the Bureau shows that, of the ten listed companies with the word “Sterling” in their name, six are
expired licenses. Of the four remaining valid license holders, the two companies not listed as
parties to this suit include what appear to be a private banking company and an alarm installation
company. See http://www.txdps.state.tx.us/psb/company/company_search.aspx.

12. Further, Defendant’s claim that Plaintiff has no statutory rights to STERLING is
misguided. As evidenced in Plaintiff Sterling’s Motion at issue, Defendant’s use of the
STERLING mark is confusingly similar to Plaintiff Sterling’s registered mark, STERLING

PROTECTIVE.
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13. Finally, Defendant’s claims related to Plaintiff Sterling’s licensing and advertising
are immaterial, unfounded and appear to be an attempt to muddle the facts. Defendant’s claims,
which are not true, still do not change the fact that Plaintiff Sterling was using the STERLING
mark before Defendant.

C. The Confusion Thus Far is Not De Minimis and is Not Unlikely

14. Despite evidence of actual confusion, Defendant boldly claims that confusion
here is not probable. There has been confusion and will continue to be confusion so long as
Defendant is allowed to continue using the STERLING mark.

D. There is a Substantial Threat of Irreparable Harm

15.  Aninjury is irreparable if it cannot be adequately compensated in damages, if the
damages cannot be measured by any certain pecuniary standard, or if the defendant is incapable
of responding in damages. Damage to Plaintiff Sterling’s reputation and good will is difficult to
calculate by any certain pecuniary standard.

16. Defendant claims that Plaintiff Sterling’s harm is not irreparable because the
Bureau did not deem it so and because of Plaintiff’s delay in enforcing its rights. First, the
Bureau’s job is not to determine whether a particular registration may or may not pose
irreparable harm to a previously registered entity. Additionally, as previously discussed herein,
Plaintiff Sterling did not delay in enforcing its rights.

E. The Great Weight of Harm Placed Upon Plaintiff Sterling Clearly Outweighs Any
Possible Harm to Defendant.

17.  While Defendant seeks to characterize itself as the victim in this matter, any harm
it has or may have suffered is de minimis as compared to that of Plaintiff Sterling. Defendant
embellishes any would-be harm it would suffer simply because it would be asked to de-brand in

areas for which Plaintiff Sterling seeks relief. Currently, Defendant’s website is listed as
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wwwe.asezinc.com. Further, if a customer seeks to contact Defendant by e-mail, the available e-
mail address listed by Defendant IS corporate@asezinc.com. See
http://lwww.asezinc.com/contact.html. Thus, Defendant does not have to change its established
domain name and does not have to go through the process of registering a new domain name.
Defendant can also easily maintain company-wide e-mail addresses without any resulting harm
or significant burden on its part.

18. Moreover, Defendant’s clients already know it as “Asez, Inc.” See App. 61-75.
This means Defendant’s business would not be “up-ended” as Defendant would have the Court
believe. Therefore, Defendant’s claim that “it would be grossly unfair, and a radical imbalance
of the equities, to require Sterling Security not to deal with those clients under the name and
mark those clients know perfectly well” is simply not true. Defendant’s clients know it as “Asez,
Inc.” Therefore, clients with which Defendant has established services already know that they
are working with Asez, Inc.; it would require minimal effort, if any at all, on the part of
Defendant to simply do the right thing and cease using the STERLING mark.

19. Further, despite Defendant’s contentions that a new name would require
significant burden upon itself in dealing with state administrative and regulatory boards, these
claims are hyperbolic at best. First, the total cost, $540.00, to obtain a new Class C License is
minimal in nature to the damage to Plaintiff Sterling. Likewise, new officer badges, uniforms,
patches, and stickers for its cars are minimal costs to Defendant’s de-branding process. Finally,

Defendant does not need to create a new entity and its clients already know it as “Asez, Inc.”.
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F. The Public Interest Would Not be Disserved.

20. The public is best served when two security companies do not use the same name.
The public is also best served when one company is not allowed to piggy back off the goodwill
and reputation that another company has already created. Allowing Defendant’s infringing
activities would be a disservice to the public interest.

21. Defendant claims that it would be a disservice to its clients, not the public at
large, if it had to discontinue using the assumed name “Sterling Security.” Defendant claims the
process of changing its name would cause its business to be up-ended and that its clients
“security expectations would be in question.” This is simply not true. As previously stated,
Defendant already has a registered entity known as Asez, Inc, its website is www.asezinc.com,
its email addresses are @asezinc.com, and Defendant’s clients already know it as “Asez,
Inc.” because that is the name it lists on all publicly available registrations, bids and contracts.
Ceasing its use of the STERLING mark would not up-end its business, would not impact its
clients, and by Defendant’s own admission would not impact the public at large.

1. PRAYER FOR RELIEF

22. For the foregoing reasons, as well as those contained in Plaintiff’s Motion for
Temporary Restraining Order and Injunction, Plaintiff respectfully requests the Court to grant
Plaintiff the relief requested in Plaintiff’s Motion for Temporary Restraining Order and

Injunction, in addition to whatever further relief this Court deems just and proper.
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Dated: September 29, 2011 Respectfully submitted,

CHALKER FLORES, LLP

By: /s/Thomas G. Jacks
Scott A. Meyer
Texas Bar No. 24013162
smeyer@chalkerflores.com
Thomas G. Jacks
Texas Bar No. 24067681
tjacks@chalkerflores.com
14951 N. Dallas Parkway, Suite 400
Dallas, Texas 75254
(214) 866-0001
(214) 866-0010 (Fax)

THE EMANUELSON FIRM

By: /s/Kenneth T. Emanuelson
Kenneth T. Emanuelson
Texas Bar No. 24012591
Ken@Emanuelson.us
4053 Santa Barbara Drive
Dallas, Texas 75214
(469) 363-5808

ATTORNEYS FOR PLAINTIFF

CERTIFICATE OF SERVICE

The undersigned hereby certifies that on this 29" day of September, 2011, a true and
correct copy of the foregoing document was served on counsel of record in accordance with the
Federal Rules of Civil Procedure and this Court's ECF system:

/sIThomas G. Jacks
Thomas G. Jacks
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