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IN THE UNITED STATES DISTRICT COURT  
FOR THE NORTHERN DISTRICT OF TEXAS 

DALLAS DIVISION 
 
STERLING PROTECTIVE SERVICES, § 
INC.    § 
    § 
 Plaintiff,  §  Civil Action No. __________ 
    § 
v.    § 
    § 
ASEZ, INC. d/b/a STERLING  § 
SECURITY,   § 
STERLING SECURITY, INC. and  § 
STERLING SECURITY SYSTEMS,  § 
INC.    § 
    § 
    § 
 Defendants.  §  JURY TRIAL REQUESTED 
 
 

ORIGINAL COMPLAINT 
AND APPLICATION FOR TRO AND INJUNCTION 

 
I. INTRODUCTION 

 Plaintiff Sterling Protective Services, Inc. (“Sterling”), for its Original Complaint and 

Application for Temporary Restraining Order and Injunction against Defendants Asez, Inc. d/b/a 

Sterling Security, Sterling Security, Inc., and Sterling Security Systems., Inc. (“Defendants”), 

alleges as follows: 

II. THE PARTIES 

1. Plaintiff Sterling Protective Services, Inc. is a corporation organized and existing 

under the laws of the State of Texas, with its principal place of business at 1401 N. Central 

Expressway, Suite 321, Richardson, Texas 75080.   
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2. On information and belief, Defendant Asez, Inc. d/b/a Sterling Security is a 

corporation organized and existing under the laws of the State of Texas, with its principal place 

of business at 1716 S. San Marcos, Suite 120, San Antonio, Texas 78207. 

3. On information and belief, Defendant Sterling Security, Inc. is a corporation 

organized under the laws of the State of Texas, with its principal place of business at 1716 S. San 

Marcos, Suite 120, San Antonio, Texas 78207.  

4. On information and belief, Defendant Sterling Security Systems, Inc. is a 

corporation organized under the laws of the State of Texas, with its principal place of business at 

1716 S. San Marcos, Suite 120, San Antonio, Texas 78207. 

III. JURISDICTION AND VENUE 

5. This is a civil action for trademark infringement filed pursuant to the trademark 

laws of the United States, 15 U.S.C. § 1125(a), Lanham Act § 43(a); service mark infringement 

of a mark registered with the State of Texas pursuant to Texas Business & Commerce Code § 

16.26 (the “Texas Infringement Statute”), injury to business reputation or mark pursuant to 

Texas Business & Commerce Code § 16.29 (the “Texas Anti-Dilution Statute”); and common 

law claims of unfair competition, tortious interference with prospective business relations, 

tortious interference with existing business relations, tortious interference with prospective 

contracts and tortious interference with existing business contracts.  

6. This Court has original jurisdiction over this action without regard to the amount 

in controversy or to diversity or lack of diversity of the citizenship of the parties pursuant to 15 

U.S.C. § 1121(a), Lanham Act § 39(a). 

7. This Court has supplemental jurisdiction over all other claims that are related to 

the trademark claims pursuant to 28 U.S.C. § 1367(a). 
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8. Venue is proper under 28 U.S.C. §§ 1391(b) and (c).  

9. Defendants are subject to personal jurisdiction in this district, and this case arises 

out of Defendants’ actions in this district. 

IV. FACTUAL BACKGROUND 

10. Plaintiff Sterling was formed in 1988 and began providing security services in the 

State of Texas shortly thereafter, primarily in the Dallas-Fort Worth Area.  In 2002, Plaintiff 

licensed a branch office in the Houston area and has provided security services in that area since 

that time.  Since formation, Plaintiff has used STERLING and STERLING PROTECTIVE as 

integral components of its name and mark to identify its security services.   

11. Plaintiff Sterling holds two trademarks registered with the State of Texas:  

STERLING PROTECTIVE (Reg. No. 5504217), registered since October 24, 1995, and SPS 

(Reg. No. 5497917), registered since October 23, 1995.  Plaintiff Sterling currently offers the 

following professional and commercial security services using the STERLING and STERLING 

PROTECTIVE marks in the following industries, among others: corporate campuses, high-rise 

office buildings, real estate management, state and federal government facilities, medical 

facilities, churches and non-profit organizations, manufacturing facilities, warehouse and 

distribution facilities, educational facilities, retail centers, high technology facilities, construction 

projects and sites, financial institutions, and special events.   

12. Plaintiff Sterling also uses the marks STERLING and STERLING PROTECTIVE 

to identify its executive and personal protection services.  Plaintiff Sterling currently offers the 

executive and personal protection services for the following, among others:  corporate executive 

protection detail, political dignitaries, celebrity special events, witness protection/trial escorts, 
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estate protection, stockholder meetings, threatened victim protection, legal disputes, 

athlete/celebrity book signings, and driver escorts. 

13. Plaintiff Sterling has become aware that Defendants have recently begun 

marketing, selling and/or promoting their goods and services outside of San Antonio, and in 

particular in the Dallas/Fort Worth metroplex and in the Houston area, under the name “Sterling 

Security.” 

V. CAUSES OF ACTION 

COUNT ONE 
(Federal Trademark Infringement and Unfair Competition) 

 
14. Plaintiff Sterling incorporates by reference paragraphs 1–13 as if fully set forth 

herein. 

15. On information and belief, Defendants have been engaging in commercial 

advertising and promotion which has the effect of misrepresenting the nature, characteristics 

and/or qualities of Plaintiff Sterling’s goods, services or commercial activities. Such activities 

violate the trademark and unfair competition laws of the United States, 15 U.S.C. § 1125(a), 

Lanham Act § 43(a). 

16. Defendants’ misrepresentations and unfair competition are likely to cause 

confusion, to cause mistake, or to deceive as to the affiliation, connection, or association of 

Defendants with Plaintiff Sterling, or as to the origin, sponsorship, or approval of Defendant’s 

goods, services and/or commercial activities by Plaintiff Sterling. 

17. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful activities of Defendants. 
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18. Plaintiff Sterling has suffered and continues to suffer substantial injury to its 

goodwill and reputation as a result of the above-described wrongful activities of Defendants. 

19. Plaintiff Sterling seeks all remedies available under the Lanham Act including, 

but not limited to, those provided by 15 U.S.C. §§ 1116(a) and 1117(a). 

20. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

21. Plaintiff Sterling has no adequate remedy at law. 

COUNT TWO 
(Injury to Business Reputation or Dilution of Mark) 

 
22. Plaintiff Sterling incorporates by reference paragraphs 1-21 as if fully set forth 

herein. 

23. Plaintiff Sterling has owned the common law trademarks STERLING 

PROTECTIVE and STERLING since at least as early as 1989. 

24. On information and belief, Defendants have engaged in actions injurious to the 

business reputation and/or diluted the distinctive quality of the marks STERLING 

PROTECTIVE and STERLING, and such actions violate the Texas Anti-Dilution Statute. See 

TEX. BUS. & COMM. CODE § 16.29. 

25. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful activities of Defendants. 

Case 3:11-cv-02199-P   Document 1   Filed 08/25/11    Page 5 of 17   PageID 5Case 3:11-cv-02199-P   Document 1   Filed 08/25/11    Page 5 of 17   PageID 5



ORIGINAL COMPLAINT AND APPLICATION FOR TRO AND INJUNCTION 
 PAGE 6 

26. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent actions under Texas Civil Practice and Remedies Code section 

41.003(a)(2) or (3), as defined by section 41.001(7) or (11). 

27. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

28. Plaintiff Sterling has no adequate remedy at law. 

COUNT THREE 
(State Trademark Infringement and Unfair Competition) 

 
29. Plaintiff Sterling incorporates by reference paragraphs 1-28 as if fully set forth 

herein. 

30. Plaintiff Sterling owes all right and title to the mark STERLING PROTECTIVE 

registered with the State of Texas (Reg. No. 5504217). 

31. On information and belief, Defendants have (i) within the State of Texas, 

reproduced, counterfeited, copied, or made a colorable imitation of Plaintiff Sterling’s 

STERLING PROTECTIVE mark in connection with selling, offering to sell, and/or advertising 

goods and/or services with such use likely to deceive or cause confusion or mistake as to the 

source or origin of such goods and/or services; or (ii) reproduced, counterfeited, copied, or made 

a colorable imitation of the STERLING PROTECTIVE mark and applied same to a label, sign, 

print, package, wrapper, receptacle, and/or advertisement intended to be used in selling, leasing, 

distributing, and/or rendering goods or services in the State of Texas with such use likely to 

deceive or cause confusion or mistake as to the source or origin of the goods and/or services. 
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32. Defendants’ conduct violates the trademark laws of the State of Texas, 

specifically, the Texas Infringement Statute.  See TEX. BUS. & COMM. CODE § 16.26. 

33. Plaintiff Sterling has suffered, and continues to suffer, substantial injury resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful activities of Defendants. 

34. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent actions under Texas Civil Practice and Remedies Code section 

41.003(a)(2) or (3), as defined by section 41.001(7) or (11). 

35. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

36. Plaintiff Sterling has no adequate remedy at law. 

COUNT FOUR 
(Tortious Interference with Prospective Business Relations) 

 
37. Plaintiff Sterling incorporates by reference paragraphs 1-36 as if fully set forth 

herein. 

38. On information and belief, Defendants have published false, misleading and 

disparaging statements that misrepresent the nature, characteristics and/or qualities of Plaintiff 

Sterling’s goods and/or services.  

39. But for the actions of Defendants, there was a reasonable probability that Plaintiff 

Sterling would have entered into one or more business relationships with consumers and/or other 

third parties. 
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40. On information and belief, Defendants have intentionally interfered with Plaintiff 

Sterling’s prospective business relationships with consumers and/or other third parties and is the 

proximate cause of Plaintiff Sterling’s injury. Defendants’ actions have injured the business 

reputation of Plaintiff Sterling and constitute tortious interference with prospective business 

relations. 

41. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful conduct of Defendants. 

42. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent conduct. 

43. Plaintiff Sterling seeks pre-judgment and post-judgment interest for injuries 

caused by Defendants’ wrongful conduct. 

44. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

45. Plaintiff Sterling has no adequate remedy at law. 

COUNT FIVE 
(Tortious Interference with Existing Business Relations) 

 
46. Plaintiff Sterling incorporates by reference paragraphs 1-45 as if fully set forth 

herein. 

47. On information and belief, Defendants have published false, misleading and 

disparaging statements that misrepresent the nature, characteristics and/or qualities of Plaintiff 

Sterling’s goods and/or services. 
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48. On information and belief Defendants’ actions have impaired or otherwise 

interfered with one or more existing business relationships between Plaintiff Sterling and 

consumers and/or other third parties. 

49. On information and belief, Defendants have intentionally interfered with Plaintiff 

Sterling’s existing business relationships with consumers and/or other third parties and is the 

proximate cause of Plaintiff Sterling’s injury. Defendants’ actions have injured the business 

reputation of Plaintiff Sterling and constitute tortious interference with existing business 

relations. 

50. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful conduct of Defendants. 

51. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent conduct. 

52. Plaintiff Sterling seeks pre-judgment and post-judgment interest for injuries 

caused by Defendants’ wrongful conduct. 

53. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

54. Plaintiff Sterling has no adequate remedy at law. 

COUNT SIX 
(Tortious Interference with Potential Contracts) 

55. Plaintiff Sterling incorporates by reference paragraphs 1-54 as if fully set forth 

herein. 
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56. Plaintiff Sterling has sought to enter into numerous contracts with customers 

and/or other third parties. 

57. On information and belief, Defendants have published false, misleading and 

disparaging statements that misrepresent the nature, characteristics and/or qualities of Plaintiff 

Sterling’s goods and/or services. 

58. On information and belief, Defendants have willingly and intentionally interfered 

with Plaintiff Sterling’s potential contracts with customers and/or other third parties and is the 

proximate cause of Plaintiff Sterling’s injury. Defendants’ actions have injured the business 

reputation of Plaintiff Sterling and constitute tortious interference with potential contracts. 

59. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful conduct of Defendants. 

60. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent conduct. 

61. Plaintiff Sterling seeks pre-judgment and post-judgment interest for injuries 

caused by Defendants’ wrongful conduct. 

62. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 

63. Plaintiff Sterling has no adequate remedy at law. 
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COUNT SEVEN 
(Tortious Interference with Existing Contracts) 

64. Plaintiff Sterling incorporates by reference paragraphs 1-63 as if fully set forth 

herein. 

65. Plaintiff Sterling is a party to one or more valid contracts with customers and/or 

other third parties. 

66. On information and belief, Defendants have published false, misleading and 

disparaging statements that misrepresent the nature, characteristics and/or qualities of Plaintiff 

Sterling’s goods and/or services. 

67. On information and belief, Defendants have willingly and intentionally interfered 

with Plaintiff Sterling’s existing contracts with customers and/or other third parties and is the 

proximate cause of Plaintiff Sterling’s injury. Defendants’ actions have injured the business 

reputation of Plaintiff Sterling and constitute tortious interference with existing contracts. 

68. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful conduct of Defendants. 

69. Plaintiff Sterling seeks exemplary damages for injuries caused by the Defendants’ 

malicious and grossly negligent conduct. 

70. Plaintiff Sterling seeks pre-judgment and post-judgment interest for injuries 

caused by Defendants’ wrongful conduct. 

71. Plaintiff Sterling has suffered and will continue to suffer irreparable injury unless 

Defendants are enjoined by this Court. 
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72. Plaintiff Sterling has no adequate remedy at law. 

COUNT EIGHT 
(State Common Law Trademark Infringement and Unfair Competition) 

73. Plaintiff Sterling incorporates by reference paragraphs 1-72 as if fully set forth 

herein. 

74. As a result of the association by the public of Plaintiff Sterling’s mark with 

Plaintiff Sterling and its services, the use of “Sterling Security” by the Defendants in connection 

with their services has caused and is likely to further cause confusion, to cause mistake, and to 

deceive.   

75. On information and belief, Defendants have utilized “Sterling Security” with full 

prior knowledge of Sterling’s rights in and to the mark STERLING. 

76. On information and belief, Defendants’ use of a confusingly similar mark was and 

is for the willful and calculated purpose of trading on Plaintiff Sterling’s goodwill and business 

reputation as embodied in and symbolized by Plaintiff Sterling’s mark. 

77. On information and belief, Defendants have marketed their services in such a 

manner so as to inevitably suggest an association, affiliation, sponsorship with, or approval by 

Plaintiff Sterling.   

78. On information and belief, Defendants’ acts have caused, or are likely to cause, 

confusion or mistake among purchasers as to the origin or sponsorship of the services provided, 

all to the profit of Defendants and to Plaintiff Sterling’s detriment.   
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79. Defendants’ conduct constitutes infringement of Plaintiff Sterling’s common law 

rights in and to Plaintiff Sterling’s mark, and further constitutes common law unfair competition 

with Plaintiff Sterling.   

80. Plaintiff Sterling has suffered and continues to suffer substantial injury, resulting 

in damages to Plaintiff Sterling, including loss of sales and profits, which Plaintiff Sterling 

would have realized but for the above-described wrongful activities of Defendants. 

COUNT NINE 
(Request for Temporary Restraining Order and Preliminary Injunction) 

 
81. Plaintiff Sterling incorporates by reference paragraphs 1–80 as if fully set forth 

herein. 

82. Plaintiff Sterling hereby requests a Temporary Restraining Order pursuant to Rule 

65 of the Federal Rules of Civil Procedure and a Preliminary Injunction pursuant to 15 U.S.C. § 

1116(a), Lanham Act § 34(a), Section 65.001, et seq., of the Texas Civil Practice & Remedies 

Code, Texas common law, and the Texas Rules of Civil Procedure.  Plaintiff Sterling asks the 

Court to issue a temporary restraining order and set a hearing for temporary injunction at the 

earliest possible time, and order Defendants to appear and show cause why at said hearing the 

following should not be made a temporary injunction.  As more specifically set forth below, 

Plaintiff Sterling will be irreparably harmed unless Defendants, their agents, servants, employees 

and those persons acting in concert or participation with them are restrained as requested and 

temporarily enjoined as follows: 

a. Defendants be restrained and enjoined from making any use of the mark 
STERLING or any marks confusingly similar to STERLING  in connection or 
association with the marketing, sale and/or promotion of goods or services related 
to security within the State of Texas; and  

 
b. Defendants be restrained and enjoined from making any use of the mark 

STERLING SECURITY or any marks confusingly similar to STERLING 
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SECURITY in connection or association with the marketing, sale and/or 
promotion of goods or services related to security within the State of Texas; or, in 
the alternative; 

 
c. Defendants be restrained and enjoined from making any use of the mark 

STERLING or any marks confusingly similar to STERLING  in connection or 
association with the marketing, sale and/or promotion of goods or services related 
to security outside the San Antonio area; and 

 
d. Defendants be restrained and enjoined from making any use of the mark 

STERLING SECURITY or any marks confusingly similar to STERLING 
SECURITY in connection or association with the marketing, sale and/or 
promotion of goods or services related to security outside of the San Antonio 
area; or, further in the alternative; 

 
e. Defendants be restrained and enjoined from making any use of the mark 

STERLING or any marks confusingly similar to STERLING  in connection or 
association with the marketing, sale and/or promotion of goods or services related 
to security within the Dallas, Fort Worth, and Houston areas; and  

 
f. Defendants be restrained and enjoined from making any use of the mark 

STERLING SECURITY or any marks confusingly similar to STERLING 
SECURITY in connection or association with the marketing, sale and/or 
promotion of goods or services related to security within the Dallas, Fort Worth, 
and Houston areas. 

 
COUNT TEN 

(Request for Permanent Injunction) 
 

83. Plaintiff Sterling incorporates by reference paragraphs 1–82 as if fully set forth 

herein. 

84. Plaintiff Sterling asks the Court to set its application for injunctive relief for a full 

trial on the issues in this application and, after the trial, to issue a permanent injunction against 

Defendants. 
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VI. ATTORNEYS’ FEES 

85. Plaintiff Sterling incorporates by reference paragraphs 1-84 as if fully set forth 
herein. 
 

86. This is an exceptional case and, as such, Plaintiff Sterling is entitled to an award 

of reasonable attorneys’ fees and costs on equitable grounds. 

VII. PRAYER FOR RELIEF 

WHEREFORE, Plaintiff Sterling prays that the Court enter a judgment ruling as follows: 
 

a. That Defendants have infringed Plaintiff Sterling’s marks in violation of 15 

U.S.C. § 1125(a), Lanham Act § 43(a); 

b. That Defendants have infringed Plaintiff Sterling’s marks in violation of Texas 

Business & Commerce Code § 16.26; 

c. That Defendants have injured Plaintiff Sterling’s business reputation and/or 

diluted Plaintiff Sterling’s marks in violation of Texas Business & Commerce Code § 16.29; 

d. That Defendants have tortiously interfered with prospective business relations of 

Plaintiff Sterling; 

e. That Defendants have tortiously interfered with existing business relations of 

Plaintiff Sterling; 

f. That Defendants have tortiously interfered with prospective contracts of Plaintiff 

Sterling; 

g. That Defendants have tortiously interfered with existing contracts of Plaintiff 

Sterling; 

h. That Defendants have infringed Plaintiff Sterling’s common law trademark rights; 
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i. That Defendants’ actions constitute common law unfair competition with Plaintiff 

Sterling; 

j. That Defendants shall pay over to Plaintiff Sterling all damages sustained by 

Plaintiff Sterling, including without limitation Defendants’ profits, due to such trademark 

infringement, unfair competition, injury to business reputation, dilution of mark, tortious 

interference with prospective business relations; tortious interference with existing business 

relations; tortious interference with prospective contracts; tortious interference with existing 

contracts; common law trademark infringement and unfair competition. 

k. That the damages awarded to Plaintiff Sterling shall be trebled pursuant to 15 

U.S.C. § 1117(a); 

l. That Plaintiff Sterling be awarded exemplary damages for the Defendants’ 

malicious and grossly negligent conduct; 

m. That this is an exceptional case, entitling Plaintiff Sterling to an award of its 

reasonable attorneys’ fees pursuant to 15 U.S.C. § 1117(a), and that Defendants shall pay to 

Plaintiff Sterling such reasonable attorneys’ fees; 

n. That Plaintiff Sterling be awarded its costs, prejudgment and post-judgment 

interest on all damages; 

o. That Defendants be preliminarily and permanently enjoined and restrained from 

infringing Plaintiff Sterling’s trademarks; 

p. That Defendants shall file with the Court within thirty (30) days after entry of 

final judgment of this cause a written statement under oath setting forth the manner in which 

Defendants have complied with the final judgment; and 
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q. That Plaintiff Sterling be awarded such other and further relief as the Court deems 

just and equitable. 

VIII. JURY DEMAND 

 Plaintiff Sterling demands a trial by jury See FED. R. CIV. P. 38. 

Dated:  August 25, 2011 Respectfully submitted, 

CHALKER FLORES, LLP 

 
By: /s/Scott A. Meyer   
 Scott A. Meyer 
 Texas Bar No. 24013162 
 smeyer@chalkerflores.com 
 Thomas G. Jacks 
 Texas Bar No. 24067681 
 tjacks@chalkerflores.com 
 14951 N. Dallas Parkway, Suite 400 
 Dallas, Texas 75254 
 (214) 866-0001 
 (214) 866-0010 (Fax) 
 
 
 
 
THE EMANUELSON FIRM 
 
 
By: /s/Kenneth T. Emanuelson   

Kenneth T. Emanuelson 
Texas Bar No. 24012591 
ken@emanuelson.us 
4053 Santa Barbara Drive 
Dallas, Texas 75214 
(469) 363-5808 

 
ATTORNEYS FOR PLAINTIFF 
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