UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

INTP, INC,, a Florida corporation, CASE NO. 04-60784-CIV-MARRA
Magistrate Judge Seltzer
Plaintiff,

VS.

WESTINGHOUSE ELECTRIC CORPORATION, g
a Delaware corporation, "

G0 s

—""

KMART CORPORATION, —
a Delaware corporation, and *j
A

|

‘ ~2
! \
INTERNATIONAL DEVELOPMENT C B

- WS

—

CORPORATION, a Texas corporation

Defendants.

REPLY OF KMART CORPORATION AND WESTINGHOUSE ELECTRIC
CORPORATION IN SUPPORT OF MOTION TO DISMISS OR. IN THE
ALTERNATIVE, TO TRANSFER

Defendants Kmart Corporation (“Kmart”) and Westinghouse Electric Corporation
(“Westinghouse”) submut this Reply in Support of their motion to dismiss or, in the alternative,
to transfer.

1. BACKGROUND

Since the time of Kmart and Westinghouse’s original motion to transfer, the first-filed
action pending in Texas has continued to move forward, with INTP having now, belatedly,
answered IDC’s complaint and Judge Solis having issued an order requiring the parties to confer
regarding the discovery plan for the Texas case. INTP’s answer and Judge Solis’ order are

attached as Exhibits A and B to this Reply. Despite INTP’s attempt to ignore the first-filed
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Texas litigation while generating a whirlwind of paper in this Court, the Texas case is now
moving forward into formal discovery.

As noted in Kmart’s and Westinghouse’s original motion, the disputes between the
parties do not have a substantial connection with the State of Florida and INTP has failed to state
a claim in this Court upon which relief may be granted. Further, this Court does not have
jurisdiction over Defendant International Development Corporation (“IDC”), which presents a
substantial obstacle to the resolution of the parties’ disputes in this Court.

For these reasons, Kmart and Westinghouse renew their motion to dismiss or, in the
alternative, to transfer this action to the Northern District of Texas.

I. ARGUMENT AND AUTHORITIES
A. In Spite of the Supplementary Information Provided in its Response, INTP’s
Complaint Still Fails to State a Copyright Infringement Claim Upon Which Relief
May be Granted

1. INTP’s Complaint Does Not Establish that INTP Holds a Copyright on a
Rock-Shaped Display

In its response, INTP has attempted to supplement its complaint with additional
information not found within the four corners of its complaint. This information is, of course,
completely irrelevant to the pending motion. The pending motion did not seek to dismiss
INTP’s copyright claim based on a factual discrepancy in the complaint. To the contrary, for the
purposes of a motion to dismiss for failure to state a claim, the allegations of the complaint are
taken as true.

The present motion asks this Court to dismiss INTP’s copyright infringement claim on
the grounds that, even if all allegations of INTP’s complaint are accepted as true, the complaint

itself shows that INTP does not own any alleged copyright on a “sculpture”. The ownership of
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the asserted “copyright” is discussed in INTP’s complaint at paragraphs 9-19. In that portion of
its complaint, INTP states that Hong Kong Star Industries Ltd. created the “sculpture” and that
the “sculpture” is a “work made for hire” under the copyright laws. As discussed previously, a
“sculpture” created for a corporation by a non-employee simply cannot be a “work made for
hire.”

In paragraph 19, INTP asserts that it owns the “Registered Copyright” (Registration No.
TX 5-547-208), that is, the copyright form itself. For the purposes of the present motion to
dismiss, INTP’s assertion of ownership of the “literary works” registration is taken as true.
Nowhere in its complaint, however, does INTP allege that it owns an underlying copyright in a
“sculpture” upon which INTP now claims its literary works registration is based. Further, the
“Registered Copyright” itself claims that the literary work is a “work made for hire.” See
Exhibit 1 to INTP’s Complaint, § 2a. As discussed in the original motion, Form TX reflects
ownership in “literary works”, not sculptures. Ownership of the literary works registration
simply cannot be equated to ownership of a copyright in the “sculpture” shown in certain
photographs contained in attachments to the registration form.

Although INTP attempts to dismiss objections to its choice of form as a “formality”,
INTP’s choice of form is highly relevant to the present dispute. This dispute gives rise to an
important question, namely: if INTP wished to register a copyright in the shape of its useful
article as a “sculpture”, why did it elect to instead to register its catalog as a literary work?
Although this issue will ultimately be resolved in discovery, it is likely that either INTP
attempted to register the product as a sculpture using copyright office Form VA and was

unsuccessful, or INTP’s counsel reviewed the regulations of the copyright office and determined
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(correctly) that registration of the shape of the useful article using Form VA would likely be
rejected by the Copyright Office under the principle that useful articles are not entitled to
copyright protection. In either event, what we do know is that INTP originally elected, for
whatever reason, to assert its rights in a literary work and now desires to assert rights in a

sculptural work, and there is nothing in INTP’s complaint reflecting that INTP owns a copyright

in the shape of the product as a sculpture.

B. There are no “Compelling Circumstances” Such as to Override the “First-to-File”
Rule

In its response, INTP argues that, although the “first-to-file” rule establishes a
presumption in favor of proceeding before the court in which the earlier case was filed, a court
may, under compelling circumstances, retain jurisdiction over the later-filed action. This is,
however, only appropriate where compelling circumstances exist and the balance of interests
clearly weighs against a transfer. The Court must determine whether keeping the case will better
serve the interests of justice and promote the convenience of the parties and witnesses.

1. The Texas Case is a Tortious Interference Action, Not an “Anticipatory
Declaratory Judgment Action”

INTP characterizes the Texas action as an “anticipatory declaratory judgment action.” As
noted in INTP’s response, a later-filed case may, under certain circumstances, be allowed to
proceed in preference to an earlier-filed “anticipatory declaratory judgment action” relating to
the same issues. See, e.g., PAJ, Inc. v. Yurman Design, Inc., 1999 WL 68651 (N.D. Tex. Feb. 9,
1999). INTP’s reliance on these cases is, however, improper, as the Texas action cannot
reasonably be characterized as either “anticipatory” or a “declaratory judgment action.” In fact,

IDC, the Plaintiff in the Texas action, asserts five separate causes of action, namely, false and
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misleading representations, tortious interference with existing contract, tortious interference with
prospective contract, tortious interference with business relationship, and declaratory judgment
of non-infringement of copyright. IDC’s causes of action arise out of INTP’s affirmative acts of
tortious interference in the business relations between IDC and Kmart Corporation. INTP was
sued in the Texas court because of its affirmative tortious acts of interference, not because the
parties were engaged in some form of “race to the courthouse”. It is not accurate, therefore, to
characterize the Texas action either as “anticipatory” or a “declaratory judgment action,” and the
cases relating to such actions are inapplicable to adjudication of the present motion.

C. The Northern District of Texas is the Proper Forum for this Case, as the Balance of
Interests favors Litigation in that Forum

1. INTP’s Claims in the Florida Case Could Have Been Brought in Texas

INTP has not disputed that all of INTP’s claims in this case could have been brought in
the Northern District of Texas. Further, INTP has not established that the claims made by INTP
in the Florida litigation did not arise principally out of activities taking place in Texas and
Michigan.

2. The Balance of Interests Weighs in Favor of the Northern District of Texas

INTP seeks to litigate its causes of action in Florida despite the fact that the primary
relationship between INTP’s causes of action and the State of Florida is the presence of INTP in
Florida. Neither Kmart nor Westinghouse is headquartered in Florida. The activities giving rise
to all parties’ claims arose principally outside, rather than inside, of the State of Florida.

In contrast to the dearth of connections between this dispute and the Southern District of
Florida, there is a wealth of connections between this dispute and the Northern District of Texas.

IDC, the principal party against which INTP asserts its claims, is headquartered in Southlake,
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Texas, and the individuals having personal knowledge of the circumstances surrounding IDC’s
contracts with Kmart are located in Southlake, Texas and Troy, Michigan. The individuals
having knowledge of the creation of the product accused by INTP are located in Southlake,
Texas. Avoidance of the parties' and witnesses' inconvenience and expense in this respect, as
well as preserving judicial economy and resources, mandates that in the interest of justice this
action should proceed in the Northern District of Texas, rather than the Southern District of
Florida.
ITI. CONCLUSION

For the foregoing reasons, Kmart and Westinghouse respectfully request this Court to

either dismiss this case against Kmart and Westinghouse, or to transfer this case to the United

States District Court for the Northern District of Texas.

Respectfully submitted,
GARDERE WYNNE SEWELL, LLP KOZYAK, TROPIN, THROCKMORTON, P A.
3000 Thanksgiving Tower 2800 Wachovia Financial Center
1601 Elm Street 200 South Biscayne Boulevard
Dallas, TX 75201-4761 Miami, FL 33131-2335
Main Tel: (214) 999-3000 Main Tel: (305) 372-1800
Facsimile: (214) 999-4667 Facsimile:  (305) 372-3508
Email: kemanuelsonugardere com Email: khartmann@okitiaw.com
Co-Counsel for IDC, Inc. Counsel for IDC, Inc.

Kenneth T. Emanuelson

Ken/ﬁeth R. Hartmann
Florida Bar No. 664286
John Gravante

Florida Bar No. 617113
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and accurate copy of the foregoing was furnished by
ok .
U.S. mail this 2/ day of September, 2004, to Connis O. Brown, Esq. and Seth P. Robert, Esq.,

BROWN ROBERT, LLP, 101 N.E. 3 Avenue, 2" Floor, Fort Lauderdale, FL 33301.

"/

Jofi Gravante
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U.S. DISTRICT COURT

"

. . NORTHERN DISTRICT OF TEXAS
® \Xf\@ £ FILED
\ IN THE UNITED STATES DISTRICT COURT
\ FOR THE NORTHERN DISTRICT OF TEXAS .
DALLAS DIVISION |- AUG 2 T 2004
INTERNATIONAL DEVELOPMENT § CLER&JJ[S- DISTRICT CO'URT .
CORPORATION § By (X4
§ Deputy
Plaintiff, §
§ .
V. § CIVIL CASE NO. 3:04-CV-854 P
§
INTP, Inc. §
§
Defendant. §
§

-

DEFENDANT’S ANSWER AND AFFIRMATIVE DEFENSES

The Defendant INTP, Inc. (“INTP”), by and through its undersigned counsel, hereby files its
Answer and Affirmative Defenses to the Complaint filed by the Plaintiff International Development
Corporation (“IDC”) in the above-styled case, but INTP does so WITHOUT PREJUDICE to its
counterclaims against IDC for copyright infringement, trade dress infringement, and unfair
competition, already asserted by INTP against IDC in a separate action in the Southern District of
Florida. INTP reserves to right to amend this Answer and Affirmative Defenses to include these
counterclaims, already preserved in Florida, if this Court denies INTP’s contemporaneous motion
to dismiss and/or transfer this case to Florida.

I. NATURE OF ACTION
1. Paragraph 1 does not allege facts which require a response. To the extent a response

1s required, INTP denies the allegations contained therein and demands strict proof thereof.




I1. PARTIES

2. INTP lacks knowledge and information sufficient to either admit or deny the
allegations contained in paragraph 2 of the Complaint and therefore denies same and demands strict
proof thereof.

3. INTP admits that is a Florida corporation, having a principal place of business in
Fort Lauderdale, Florida; however, INTP denies the remaining allegations contained in paragraph
3 of the Complaint, and therefore, demands strict proof thereof.

III. JURISDICTION AND VENUE

4. INTP admits that this Court has subject matter jurisdiction over: Plaintiff’s claims
false advertising claims as alleged, Plaintiff’s copyright-related claims as alleged, Plaintiff’s state-
law related claims as alleged; INTP admits that there is diversity of citizenship between the parties;
however, except as specifically admitted herein, INTP denies the remaining allegations contained
in paragraph 4 of the Complaint, and therefore, demands strict proof thereof.

1V. FACTS OF THE CASE

5. INTP admits the allegations contained in paragraph 5 of the Complaint.

6. INTP denies the allegations contained in paragraph 6 of the Complaint, and therefore,
demands strict proof thereof.

7. INTP denies the allegations contained in paragraph 7 of the Complaint, and therefore,
demands strict proof thereof.

8. INTP denies the allegations contained in paragraph 8 of the.Complaint, and therefore,

demands strict proof thereof.



9. INTP lacks knowledge and information sufficient to either admit or deny the
allegations contained in paragraph 9 of the Complaint, therefore, INTP denies same and demands
strict proof thereof,

10. INTP denies the allegations contained in paragraph 10 of the Complaint, and
therefore, demands strict proof thereof.

11. INTP lacks knowledge and information sufficient to either admit or deny the
allegations contained in paragraph 11 of the Complaint, therefore, INTP denies same and demands

strict proof thereof.

12. INTP denies the allegations contained in paragraph 12 of the Complaint, and

therefore, demands strict proof thereof.

13. INTP denies the allegations contained in paragraph 13 of the Complaint, and

therefore, demands strict proof thereof.

14. INTP denies the allegations contained in paragraph 14 of the Complaint, and

therefore, demands strict proof thereof.

V. FALSE AND MISLEADING REPRESENTATIONS
15. INTP repeats and reincorporates its responses to paragraphs 1 through 14 as if fully

set forth herein.

16.  INTP denies the allegations contained in paragraph 16 of the Complaint, and

therefore, demands strict proof thereof.
VI. TORTIOUS INTERFERENCE WITH EXISTING CONTRACT

17. INTP repeats and reincorporates its responses to paragraphs 1 through 14 as if fully

set forth herein.



18, INTP denies the allegations contained in paragraph 18 of the Complaint, and
therefore, demands strict proof thereof.

VII. TORTIOUS INTERFERENCE WITH PROSPECTIVE CONTRACT

19.  INTP repeats and reincorporates its responses to paragraphs 1 through 14 as if fully
set forth herein.

20.  INTP denies the allegations contained in paragraph 20 of the Complaint, and
therefore, demands strict proof thereof.

VIII. TORTIOUS INTERFERENCE WITH BUSINESS RELATIONSHIP

21.  INTP repeats and reincorporates its responses to paragraphs 1 through 14 as if fully
set forth herein.

22.  INTP denies the allegations contained in paragraph 22 of the Complaint, and
therefore, demands strict proof thereof.

IX. DECLARATORY JUDGMENT OF NON-INFRINGEMENT OF COPYRIGHT

23.  INTP repeats and reincorporates its responses to paragraphs 1 through 14 as if fully
set forth herein.

24.  INTP denies the allegations contained in paragraph 24 of the Complaint, and
therefore, demands strict proof thereof.

25. INTP denies the allegations contained in paragraph 25 of the Complaint, and
therefore, demands strict proof thereof.

26.  INTP denies the allegations contained in paragraph 26 of the Complaint, and
therefore, demands strict proof thereof.

27.  INTP admits the allegations contained in paragraph 27 of the Complaint.



28.  To extent paragraph 28 of the Complaint makes factual allegations requiring
response, INTP denies the allegations contained in paragraph 28 of the Complaint, and therefore,
demands strict proof thereof.

AFFIRMATIVE DEFENSES
FIRST AFFIRMATIVE DEFENSE

29.  Plaintiff’s service of process on INTP was insufficient and/or defective.

SECOND AFFIRMATIVE DEFENSE

30.  The Court lacks personal jurisdiction over INTP.

THIRD AFFIRMATIVE DEFENSE

31, Venue is improper.

FOURTH AFFIRMATIVE DEFENSE

32.  Plaintiff engaged in forum shopping by filing this action.

FIFTH AFFIRMATIVE DEFENSE

33.  Plaintiff has initiated this action merely to gain improper procedural advantage.

SIXTH AFFIRMATIVE DEFENSE

34.  INTP has made no misrepresentations about having a valid copyright because INTP
in fact owns a valid copyright on the product design of the Solar Rock in question (the “Solar Rock
Design”).

SEVENTH AFFIRMATIVE DEFENSE

35.  Plaintiff is estopped from challenging INTP’s copyright on the Solar Rock Design

because Plaintiff has claimed a copyright on its own knock-off design of the Solar Rock Design.



EIGHTH AFFIRMATIVE DEFENSE

~

36.  INTP has made no intentionally misleading statements or misrepresentations
regarding its patent protection because INTP’s products in its line of solar products have been
covered by at least one patent pending since January 2002 and at least one issued patent since
January 2003.

NINTH AFFIRMATIVE DEFENSE

37.  INTP’s conduct falls within the privilege to compete.

TENTH AFFIRMATIVE DEFENSE

38.  Since INTP is required to police its intellectual property rights or risk losing them,
INTP’s actions have conformed to this requirements, and such was their intent.

ELEVENTH AFFIRMATIVE DEFENSE

39.  Plaintiff has failed to sustain any damages.

TWELFTH AFFIRMATIVE DEFENSE

40. Even assuming that INTP made the alleged false or misleading statements regarding
its products, such statements have not effected Plaintiff in any measurable way.

THIRTEENTH AFFIRMATIVE DEFENSE

41,  Even assuming that INTP made the false or misleading statements regarding its
products as alleged by Plaintiff, Plaintiff could not have reasonably believed that it was effected by

such statements in any measurable way.



FOURTEENTH AFFIRMATIVE DEFENSE
42.  Even assuming that INTP made the false or misleading statements regarding its
products as alleged by Plaintiff, INTP did not make such statements with the intent to deceive

anyone.

FIFTEENTH AFFIRMATIVE DEFENSE

43.  Even assuming that INTP made the false or misleading statements regarding its
products as alleged by Plaintiff, such statements were not material to any purchasing decision of

anyone.

SIXTEENTH AFFIRMATIVE DEFENSE

44, Even assuming that INTP made the false or misleading statements regarding its

products as alleged by Plaintiff, such statements were not calculated or intended to influence IDC

or the customers of IDC.

SEVENTEENTH AFFIRMATIVE DEFENSE

45.  Even assuming that INTP made the false or misleading statements regarding its
products as alleged by Plaintiff, such statements did not actually influence IDC or the customers of

IDC.

EIGHTEENTH AFFIRMATIVE DEFENSE

46.  The Complaint fails to state a claim upon which relief may be granted by this Court.

JURY DEMAND

INTP demands trial by jury on all issues so triable as a matter of right and law.
WHEREFORE, INTP requests that this Court dismiss the Complaint and all counts alieged

therein with prejudice, that judgment be entered in favor of INTP, that INTP be awarded the cost of



this action together with its attorney’s fees to the maximum extent permitted under the law and that

the Court grant such other and further relief as is appropriate under the circumstances of this case.

Respectfull itted, m
By: W

Richard L. Schwartz
Texas Bar No. 17869500
Attorney for INTP, Inc.
WHITAKER, CHALK, SWINDLE & SAWYER,
3500 City Center Tower II

301 Commerce Street

Fort Worth, Texas 76102-4186

Telephone: (817) 878-0524

Facsimile: (817) 878-0501
rschwartz@whitakerchalk.com

Connis O. Brown, III

Seth P. Robert

Attorneys for INTP, Inc.
BROWN ROBERT, LLP

101 N.E. Third Avenue, 2nd FL.
Fort Lauderdale, FL 33301
Telephone  (934) 832-9400
Facsimile (954) 832-9430
cbrown@brownrobert.com
srobert@brownrobert.com



CERTIFICATE OF SERVICE

IHEREBY CERTIFY that a true copy hereof was served via United States first class mail,
postage prepaid, to Kenneth T. Emanuelson, Esq. and Kenneth R. Glaser, Esq., Gardere Wynne

Sewell, LLP, 3000 Thanksgiving Tower, 1601 Elm Street, Dallas, Texas 75201, (214) 999-4667,

on this 27%2—1)' of Augus% % g

Richard L. Schwartz




U.S. DISTRICI COURT .
NORTHERN DISTRICT OF TEXAS :

ILED

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF T S NG 31 2004
DALLAS DIVISION

CLERK, Y}-S. DISTRICT COURT
I ® Deputy
INTERNATIONAL l
DEVELOPMENT
CORPORATION,
Plaintiff,
CIVIL ACTION NO.
V.
3:CV-04-0854-P
INTP, INC.,
Defendant.

ORDER REQUIRING ATTORNEY CONFERENCE
AND PROPOSAL FOR CONTENTS OF
SCHEDULING AND DISCOVERY ORDER

Pursuant to Fed. R. Civ. P. 16(b) (as amended effective December 1, 2000),
and the court's Civil Justice Expense and Delay Reduction Plan, the Court enters
this order to promote possible early settlement of this action and to facilitate
subsequent entry of a Scheduling and Discovery Order.

L.

Lead counsel for each party (or a designee attorney with appropriate authority)
shall ersonal\%mcet at a mutu; lg agreeable location at least 14 days before the date
specified in of this order. Counsel shall determine in good Iaith whether this
case can be settled before additional eJt(_pcnses are incurred. Counsel shall also
submit a Joint Proposal For Contents of Scheduling And Discovery Order. The
Joint Proposal shall include a status report setting out the progress made at the
meeting and the present status of settlement negotiations. (In a noxgliury case, the
parties shall not disclose settlement figures.) The parties shall also advise the court
regarding the advisability of referring the case for mediation.

II.

If the case does not settle, counsel shall submit a joint Proposal that contains
the following:

(1) A proposed time limit to file motions for leave to join other parties and to
amend the pleadings;

2; Proposed time limits to file various tydpcs of motions; ) .

3 A proposed plan and schedule for discovery, including a time limit to
complete discovery; ) .

(4) A proposal for limitations, if any, to be placed upon discovery;

25; A proposed time limit to designate expert witnesses; ] )

6 A proposed trial date, estimated number of days required for trial and
whether a jury has been demanded.

(7) A proposed date for commencing settlement negotiations;
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(8)  Whether the parties will consent to trial (jury or non-jury) before U. S.
Magistrate Judge William F. Sanderson, Jr.” (NOTE: Before respondin
to question, counsel are directed to carefullg' review the provisions o
28 U.S.C.A. 636(c) and, specifically, 636(c)(3));

(9)  Whether the parties are considering mediation or arbitration to resolve
this litigation and if not, why not.” (NOTE: The Court encourages the
early use of mediation or arbitration.);

(10) Any other proposals regarding scheduling and discovery that the parties
believe will facilitate expeditious and orderly preparation for trial; and

(11)  Any other matters relevant to the status and disposition of this case.

.

Lead counsel for plaintiff is responsible for initiating contact with opposing
counsel for the purpose of preparing the Proposal, but lead counsel for all parties are
equally responsible for seeing that this order is complied with in a timely manner.
At least one counse] for each party shall sign the Proposal prior to filing.

Iv.

If counsel cannot agree on a particular recommendation, the Proposal shall set
forth each 1gaarty's respective recommendation and shall state why agreement could
not be reached. v

. Because the Court is to enter a Scheduling Order "as soon as practicable but
in any event within 90 days after the appearance of a defendant and within 120 days
after the complaint has been served on a defendant,” see Fed. R. Civ. P. 16(b), any
rc%ucst for an extension of time to file the Proposal shall be viewed with disfavor
and shall be denied absent a showing of good cause.

VI.

Unless a scheduling conference is set by the Court or requested by a
party, the Scheduling And Discovery Order will be issued followin% the Court's
review of the Proposal. Once the Scheduling Order has been issued, requests for
extensions of these deadlines will be viewed with disfavor and will be denied, absent

a showing of good cause.
VII.

The court enlarges the IO-dag report deadline of Rule 26(f) so that the Proposal
shall be filed on or %efore October 5, 2004.

IT IS SO ORDERED.
Signed August 3./ , 2004.

(. Shs

A. SOLD
UNITED STATES DISTRICT JUDGE
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